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(captioned Google Inc. v. ContentGuard Holdings, Inc.), all of which arise from

PTO post-grant review proceedings regarding a patent that was originally asserted

by ContentGuard in this case but ultimately was not asserted at trial.
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INTRODUCTION

ContentGuard’s patents disclose and claim a Trusted System approach to

digital rights management (DRM) that employs “trusted repositories” and “usage

rights” that remain “attached” to digital works. The patents expressly criticize and

reject the alternative Secure Container/License Server DRM approach in which

works are encrypted and servers separately provide licenses with decryption keys.

In this case, ContentGuard asserted nine patents against Google, Samsung,

HTC, Huawei, and Motorola Mobility, alleging infringement by certain Google

Play applications for mobile devices that use the Android operating system. The

case was doomed from the start, however, because the accused “apps” employ the

fundamentally different Secure Container/License Server approach. By the time of

trial, ContentGuard had dropped four patents, and the jury found that Google and

Samsung did not infringe the others. The district court upheld the verdict, and the

parties stipulated that the result extended to all other Android defendants.

On appeal, ContentGuard primarily contends that the district court erred by

requiring the claimed “usage rights” to be “attached, or treated as attached,” to a

digital work. But that construction was correct. The Common Specification of

ContentGuard’s patents states unequivocally that “[a] key feature of the present

invention is that usage rights are permanently ‘attached’ to the digital work” so that

“[c]opies made of a digital work will also have usage rights attached.” The specifi-
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cation recognizes that “[i]t is fundamental to the present invention that the usage

rights are treated as part of the digital work.” Moreover, ContentGuard itself urged

the PTO to adopt the district court’s construction of “usage rights” when it success-

fully amended claims in a covered business method review of a related patent

originally asserted here.

ContentGuard’s other challenge to the noninfringement judgment—that

Defendants relied on an improper “practicing the prior art” or “prosecution

disclaimer” defense—is simply wrong. As the district court that presided over the

trial recognized, Defendants properly contended that the license server approach

employed by the Google Play apps did not satisfy specific limitations of each

asserted claim—“usage rights,” “physical integrity” and “behavioral integrity”—

and the jury correctly found that Defendants do not infringe.

Indeed, the noninfringement judgment was correct regardless of the

construction of “usage rights” because ContentGuard did not present substantial

evidence that the accused products use “repositories” (or “trusted” devices) having

both “physical integrity” and “behavioral integrity,” as required by all asserted

claims. ContentGuard does not challenge the constructions of these limitations on

appeal, and the evidence compelled a finding of noninfringement under those

constructions.
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Furthermore, although the district court ruled otherwise, the asserted claims

do not recite patent-eligible subject matter, and they were obvious over prior art

presented at trial. Any broadening of the construction of “usage rights” would

only reinforce those conclusions. At a minimum, if this case is remanded,

Defendants are entitled to a new trial on invalidity because the district court erred

in ruling that “inventor notes” and other documents recognizing the presence of

important claim elements in the prior art were attorney-client privileged. The

documents were neither prepared by nor submitted to any attorney in connection

with procuring legal advice, and the district court’s error in deeming them

privileged was prejudicial because they were important to Defendants’ invalidity

defense.

JURISDICTION OVER CROSS-APPEALS

Cross-Appellants appeal from the final judgment that they did not establish

that the claims-in-suit are invalid, Appx1-2, and the district court’s orders denying

post-trial motions on those issues, Appx161-175, Appx7532-7537, Appx7929-

7941. Cross-Appellants filed timely notices of appeal, Appx452, and this Court

has jurisdiction over the cross-appeals under 28 U.S.C. § 1295(a)(1).
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COUNTERSTATEMENT OF ISSUES

Direct Appeal

1. The patents repeatedly and consistently teach that a “fundamental”

and “key” feature of “the present invention” is that the claimed “usage rights” must

be “attached” to a digital work. Did the district court correctly rule that “usage

rights” must be “attached, or treated as attached,” to a digital work?

2. The parties agreed that the claimed “repositories” and “trusted”

devices must exhibit both “physical integrity” and “behavioral integrity.” The

unchallenged constructions of these “integrities” are independent of the construc-

tion of “usage rights,” and ContentGuard did not present substantial evidence that

the accused products satisfied these limitations under the constructions. Should the

noninfringement judgment be affirmed regardless of how “usage rights” is

construed?

3. At trial, Defendants showed that the accused products did not infringe

because they lacked three claim elements: “usage rights,” “physical integrity,” and

“behavioral integrity.” Defendants also raised invalidity defenses, but did not

contend that they did not infringe because they practiced disclaimed prior art. The

district court found that Defendants did not advance an impermissible practicing-

the-prior-art or prosecution disclaimer defense. Did the district court act within its

discretion in denying ContentGuard’s motion for a new trial?

Case: 16-2430      Document: 49     Page: 24     Filed: 12/21/2016



5

Cross-Appeal

4. The claims are directed to the longstanding, abstract concept of

restricting use of copyrighted works, and they require only conventional computer

technologies and techniques to implement that concept for digital works. Are the

claims invalid under the Alice test for not reciting patent-eligible subject matter?

5. Prior art clearly disclosed all elements of the asserted claims, and

ContentGuard’s attempted distinctions either lacked supporting evidence or defied

unchallenged constructions. Are Cross-Appellants entitled to JMOL of invalidity

or at least a new trial on invalidity?

6. The district court denied Cross-Appellants discovery of inventor notes

and invention proposal documents that explained the presence of important claim

elements in the prior art on the basis of attorney-client privilege. But the disputed

materials were created by the named inventors for personal use or for submission

to a committee of non-attorney scientists for review of technological and economic

merit, not for legal advice. Did the district court err in declaring the documents

privileged, entitling Cross-Appellants to a new trial on invalidity?
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COUNTERSTATEMENT OF THE CASE

I. STATEMENT OF FACTS

A. Two Fundamentally Distinct Approaches to Digital Rights
Management

This case involves two distinct approaches to DRM: the Trusted

System/Attached Usage Rights approach required by the claimed inventions, and

the alternative Secure Container/License Server approach, which the patents-in-suit

distinguish and deride as inferior. Appx371(1:57-58) (“Two basic DRM schemes

have been employed, secure containers and trusted systems.”).

1. The Secure Container/License Server Approach

Under the Secure Container/License Server approach, digital works such as

books or movies are sent to users’ devices as encrypted files. Appx371(1:58-64).

Encrypted files are considered “secure containers” because they remain secure

until unlocked using decryption keys. Appx371(1:57-64). A central server main-

tains decryption keys (or licenses including those keys) and may distribute them

separately from the content. Appx192(2:12-28). Under the Secure Container/Li-

cense Server approach, a device may be required to contact the server periodically

to verify permission to use the digital content (e.g., to continue playing a movie).

Appx192(2:33-38).

The ContentGuard patents-in-suit share a Common Specification that

discusses this approach and criticizes it as inferior to the claimed invention.
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Appx192(2:29-39). The specification observes, for example, that in Griswold’s

prior-art license server system, usage of digital content was controlled by licenses

maintained and distributed from a central server, rather than by usage rights

attached to digital works themselves. Appx192(2:31-37). The specification

disparages and distinguishes Griswold’s system because it included “[a]n import-

ant limitation … that during the use of the licensed product, the user must always

be coupled to an appropriate communication facility in order to send and receive

datagrams [authorizing use of the digital content]. This create[d] a dependency on

the communication facility.” Appx192(2:31-37). The specification further criti-

cizes the Secure Container/License Server approach for inadequately controlling

access to a digital work once the work has been decrypted, describing this as

letting “the content genie … out of the bottle.” Appx194(6:22-32).

2. The Trusted System/Attached Usage Rights Approach

The second DRM approach, which ContentGuard’s patents adopted, is the

Trusted System/Attached Usage Rights approach. This approach employs “usage

rights” that indicate how a digital work can be used and distributed, Appx194(6:3-

7), and that are delivered together with, and never separated from, the digital work,

Appx194(6:11-16). In this approach, all servers and user devices interacting with

digital works must be secure and trusted to enforce the usage rights attached to the

works. Appx197(11:51-61). The ContentGuard patents refer to “trusted systems”
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that can enforce usage rights as “repositories,” reflecting their security. Because

each device that accesses the content is trusted to enforce the attached usage rights,

there is no need for a central server to manage the distribution of licenses.

The ContentGuard patents teach that an important advantage of the Trusted

System/Attached Usage Rights approach is that a device need not be connected to

a central server to use a digital work according to its specified usage rights.

Appx192(2:31-37), Appx194(6:22-32). Unlike in the Secure Container/License

Server approach, usage rights are attached to the digital work and need not be

separately obtained from or verified by a license server. Appx194(6:22-32),

Appx196(10:45-48). According to the Common Specification, there is no risk of

letting “the content genie out of the bottle” because usage rights remain with the

digital content and will always be enforced by the trusted system. Appx194(6:27-

32). The patents assert that this “combination of attached usage rights and

repositories enable[s] distinct advantages over prior systems.” Appx194(6:22-23).

To prevent circumvention, the patents require that every device interacting

with a digital work be a “trusted” device/“repository,” including every server that

stores or transfers a work and every user device that receives it. Appx197(12:24-

29). If any device that interacts with a digital work is not a repository, the entire

system breaks down, as the untrusted device can be used to let “the content genie

… out of the bottle [such that] no more fees can be billed.” Appx194(6:27-28).
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Each of the asserted claims requires “usage rights” for digital content and a

“repository” or “trusted” device.

B. The Accused Google Play Apps’ Use Of A License Server Rather
Than The Trusted System/Attached Usage Rights Approach

The evidence at trial showed that the accused Google Play apps use a license

server approach to DRM and, as a result, lack both the “attached usage rights”

described as “key” and “fundamental” in ContentGuard’s patents and the “trusted”

devices/“repositories” having “physical integrity” and “behavioral integrity”

required by each asserted claim.

The Google Play Movies & TV app uses two separate central servers: a

Widevine license server that maintains licenses and decryption keys for digital

videos, and a separate Bandaid content server that delivers encrypted digital videos

without licenses or decryption keys. Appx12013-12014(86:24-87:10, 87:14-23),

Appx10884(45:9-12), Appx10974-10975(135:8-136:23). When a user buys or

rents a copy of a digital movie or TV program, the user’s device requests a license.

Appx12015(88:8-14). The Widevine license server then prepares an “Entitlement

Management Message” with a decryption key and sends the license “package” to

the user device. Appx12013-12015(86:25-87:5,88:16-17). When the user tries to

play the video, the movie or TV program file is separately requested from, and sent

by, the Bandaid content server. Appx12015(88:19-21). The license from the

Widevine license server and the digital content file from the Bandaid content

Case: 16-2430      Document: 49     Page: 29     Filed: 12/21/2016



10

server travel separately to the user device, and they are separately stored on that

device. A common “asset ID” allows the user device to determine the correct file

to decrypt using the license key. Appx12015-12016(88:22-89:2).

Under an older version of Widevine, a user device needed to re-validate its

license every 60 seconds by sending a request to, and receiving a valid response

from, a Heartbeat server. Appx12016(89:5-7), Appx10977(138:3-24). A newer

version instead requires each device to request a new license every 60 seconds

during online playback. Appx12016(89:10-22), Appx10976-10977(137:18-138:2).

In both versions, off-line playback requires renewal of the license upon

reconnecting with a network and at least every 30 days. Appx10977-

10978(138:25-139:19).

Thus, in the accused Movies & TV system, license information and digital

content are separately stored, separately processed, and sent to user devices from

separate servers at separate times. Appx12017(90:12-19), Appx10974-

10975(135:8-136:19). And in user devices, licenses and video files are stored

separately and accessed separately. Appx12018(91:9-12), Appx10975(136:15-19).

In the accused Google Play Books app, licenses and digital content similarly

are sent to user devices in separate transactions. Appx12032(105:5-12). A license

is received and stored in a .db file in the user device, and the device later down-
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loads the digital book file in a separate transaction and stores it in a separate

location. Appx12032(105:5-22).

In both Google Play Movies & TV and Google Play Books, a user may

access, copy, and even move digital content files from one device to another and

may access and view information concerning the received licenses. Appx12005-

12012(78:5-85:9). In neither app do digital works include a digital certificate

attesting to the identity of the possessor. Appx12040(113:5-8).

II. THIS LITIGATION

A. Claim Construction

During claim construction, ContentGuard contended that claim terms com-

mon to all nine originally asserted patents—including “repository,” “trusted,”

“physical integrity,” “behavioral integrity,” “communications integrity,” and

“usage rights”—should have identical constructions across all the patents.

Appx2469-2470, Appx2479, Appx2497-2498, Appx2504-2505, Appx2518-2519.

Consistent with the patents’ teachings, the district court construed “trusted”

devices and “repositories” to require three “integrities” in support of usage rights:

“physical integrity,” “behavioral integrity,” and “communications integrity.”

Appx197(11:59-61), Appx17. The court further defined these integrities based on

the specification:
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x “physical integrity” means “preventing access to information in a

repository by a non-trusted system,” Appx20;

x “behavioral integrity” means “requiring software to include a digi-

tal certificate in order to be installed in the repository,” Appx23,

with “digital certificate” defined as “a signed digital message that

attests to the identity of the possessor,” Appx55;

x “communications integrity” means that a device “only communi-

cates with other devices that are able to present proof that they are

trusted systems, for example, by using security measures such as

encryption, exchange of digital certificates, and nonces,” Appx20-

21.

The parties agreed that if a device lacks any of the three integrities, it cannot be a

“repository” and the entire system cannot be deemed “trusted,” as required by the

claims. Appx197(11:55-61), Appx2470.

As to “usage rights,” the district court largely adopted ContentGuard’s

proposed construction. Appx2469, Appx35. But based on (a) the teachings of the

Common Specification that “[a] key feature of the present invention is that usage

rights are permanently ‘attached’ to the digital work” and that “[i]t is fundamental

to the present invention that the usage rights are treated as part of the digital work,”

Appx30; (b) the patents’ glossary definitions of “Digital Work (Work)” and
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“Composite Digital Work,” which recite that “[u]sage rights and fees are attached

to the digital work,” Appx31; and (c) extrinsic evidence including an article by

named inventor Mark Stefik explaining why his DRM method requires attaching

usage rights to content, Appx33, the district court construed “usage rights” as:

indications that are attached, or treated as attached, to [a digital
work/digital content/content/a digital document] and that indicate the
manner in which the [digital work/digital content/content/digital
document] may be used or distributed as well as any conditions on
which use or distribution is premised.

Appx35 (emphasis indicating addition to ContentGuard’s proposed construction).

Because the Common Specification describes printing a digital work onto paper,

outside the protection of digital usage rights, the district court declined Defen-

dants’ proposal that usage rights must be “permanently” attached to a work.

Appx35, Appx209(35:64-36:12).

B. The District Court’s Daubert Ruling

Before trial, the district court ruled on Daubert challenges, including

Defendants’ motion to exclude certain testimony from ContentGuard experts

Michael Goodrich and David Martin. Appx147-160. Defendants objected to the

experts’ proposed testimony that a generalized “association” or “reference”

between usage rights and content sufficed to infringe. Appx5693, Appx5696-

5697. Defendants maintained that this testimony conflicted with the court’s

construction of “usage rights,” which required rights to be “attached, or treated as
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attached,” to a digital work, and would confuse a jury. Appx5696-5697. The

district court granted Defendants’ motion in part, ordering that

[n]o expert may opine or insinuate that a mere association between the
content and the usage rights is enough to meet the requirement that the
usage rights be ‘attached’ to the content. A mere reference, with
nothing more to indicate that the usage rights should be attached or
treated as attached to the content, is not enough.

Appx154.

ContentGuard was, however, permitted to present evidence regarding the

Google Play applications’ use of common “asset IDs” and unique decryption keys

to “link” licenses and content files. ContentGuard was permitted to argue that the

Google Play licenses and content files are “attached, or treated as attached,” by the

asset IDs and unique keys. Appx10882-10884(43:23-45:3), Appx10886-

10887(47:1-48:6).

C. The District Court’s Patent-Eligibility Rulings

Defendants moved for judgment on the pleadings that the asserted claims

were invalid for reciting patent-ineligible subject matter. Appx404, Appx411. The

district court converted the motion to a summary judgment motion, permitted

supplemental briefing regarding extrinsic evidence, and ultimately denied the

motion shortly before trial. Appx7929-7941 (order published at 142 F. Supp. 3d

510). The district court concluded that the claims were not directed toward an

abstract idea because they “address problems associated with creating and
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enforcing usage rights with content, [and] are directed to non-abstract solutions

through the use of trusted systems.” Appx7936. The court also concluded that the

claims embodied an “inventive concept” because they “disclose particular

solutions for the problem of ‘enforcing usage rights and restrictions on digital

content’” by requiring that “the ‘repository’ be a ‘trusted system’ that ‘maintains

… behavioral integrity in the support of usage rights’ through the use of ‘digital

certificates’” and by requiring that “‘usage rights’ are ‘attached or treated as

attached’ to the ‘content’ such that the invented methods and systems, through the

use of the ‘trusted systems,’ enable the creation and effective enforcement of usage

permissions.” Appx7939.

D. The Jury’s Verdict And The Denial Of Post-Trial Motions

After a seven-day trial, the jury rendered a verdict that Defendants did not

infringe any of the claims and that none of the claims had been proven invalid.

Appx7878-7884. After the district court entered judgment, Appx1-2,

ContentGuard moved for JMOL or a new trial on infringement, Appx8597,

Appx8604-8611, and Defendants moved for JMOL or a new trial on invalidity,

Appx8096, Appx8101-8122. The court denied both sides’ motions. Appx161-

175. The court also denied Defendants’ motion based on the doctrine of

obviousness-type double patenting. Appx10380-10392. The court declined to
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address Defendants’ laches and inequitable conduct defenses in light of its other

rulings. Appx174-175.

SUMMARY OF ARGUMENT

The district court correctly required “usage rights” to be “attached, or treated

as attached,” to digital works, and the judgment of noninfringement should be

affirmed on that basis. The specification repeatedly instructs that a “key” and

“fundamental” feature of “the present invention” is that usage rights are “attached”

to digital content. Further, ContentGuard distinguished prior-art systems that

employed the Secure Container/License Server DRM approach on the basis that

such systems lacked the “attached usage rights” of the claimed invention. The

patents’ explicit requirement that usage rights be “attached” to a digital work was

not a mere analogy or a meaningless fiction. The Common Specification included

an entire section entitled “Attaching Usage Rights to a Digital Work” that detailed

well-known technological means for attaching usage rights to digital works so that

the usage rights are “treated as part of the digital work.” And the patents’ Glossary

expressly stated that “[u]sage rights and fees are attached to the digital work.”

The “attached, or treated as attached,” requirement is fully consistent with

the patents’ occasional reference to usage rights “associated with” content, as the

Common Specification repeatedly teaches that the specific type of “association”

required by the claimed invention is “attachment.” ContentGuard itself contends
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that in these patents, the term “associated” means the same thing as the term

“attached,” such that those two terms are “interchangeable.” Thus, claims

referring to usage rights “associated with” a digital work necessarily require that

the rights be “attached” to the work. The Common Specification could not be

clearer on this point when it states: “A key feature of the present invention is that

usage rights are permanently ‘attached’ to the digital work.” Furthermore,

ContentGuard successfully urged the PTO to adopt the district court’s construction

of “usage rights” when amending patent claims in a CBM proceeding. This fact

not only confirms the correctness of the district court’s construction, but legally

bars ContentGuard’s current claim of error.

Regardless of the construction of “usage rights,” the judgment of non-

infringement should be affirmed because there was no substantial evidence that the

accused products contain “repositories” (or “trusted” devices) exhibiting both

“physical integrity” and “behavioral integrity.” ContentGuard does not challenge

the district court’s construction of these terms, and it did not present evidence

permitting a reasonable jury to find that these required “integrities” were present in

the accused Google Play apps or mobile devices running those apps. The

undisputed evidence at trial established that the accused apps allow access to

information concerning transferred digital works and granted licenses and thus lack

“physical integrity,” which requires “prevent[ing] access to information in a
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repository by a non-trusted system.” The undisputed evidence further established

that the accused apps do not require digital video or book files “to include a digital

certificate in order to be installed in the [app]” and thus lack “behavioral integrity.”

ContentGuard’s only arguments regarding these limitations would have required

the jury to defy the district court’s unappealed constructions or disregard

undisputed factual evidence.

Defendants did not present a “practicing the prior art” or “prosecution

disclaimer” defense, and the district court did not abuse its discretion in denying

ContentGuard’s request for a new trial on this basis. The district court presided

over the trial and correctly found that Defendants properly argued that the accused

products did not infringe because they lacked “usage rights,” “physical integrity,”

and “behavioral integrity.” Defendants never suggested that they did not infringe

simply because they practiced the prior art, and Defendants never argued that the

scope of the asserted claims, as construed by the district court, should be further

narrowed based on the patents’ distinction between the claimed Trusted

System/Attached Usage Rights approach and the alternative Secure

Container/License Server DRM approach.

The judgment that Defendants did not establish invalidity, on the other hand,

should be reversed or at least vacated with a remand for a new trial. The district

court’s patent-eligibility ruling should be reversed because the asserted claims are

Case: 16-2430      Document: 49     Page: 38     Filed: 12/21/2016



19

directed to the abstract concept of restricting use of works—as libraries have done

for centuries—and extending that concept to the digital realm requires only generic

computer components performing conventional steps. Furthermore, a reasonable

jury had to find the asserted patent claims invalid based on prior art presented at

trial—especially under ContentGuard’s broad construction of “usage rights.”

Finally, the jury’s no-invalidity verdict was tainted by the district court’s

error in finding that inventor notes and invention proposal documents withheld in

discovery were attorney-client privileged. The documents were not created by or

for any attorney, but instead for the named inventors’ own use or for submission to

a committee of scientists to evaluate the suggested invention’s technical and

economic merit. The district court declared the documents privileged, but it found

no contrary facts and provided no legal analysis. That error was highly prejudicial

because the improperly withheld documents would have confirmed the presence of

claim elements in the prior art and contradicted the trial testimony of

ContentGuard’s lead inventor and expert witnesses.

STANDARD OF REVIEW

Although claim construction is an issue of law reviewed de novo, subsidiary

factual findings are reviewed only for clear error. Teva Pharms. USA, Inc. v.

Sandoz, Inc., 135 S. Ct. 831, 835 (2015). Here, the district court extensively
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analyzed extrinsic evidence regarding the “usage rights” claim limitation, Appx33-

35, and this Court must defer to those findings absent clear error.

Under Fifth Circuit law, rulings on motions for a new trial and discovery

issues are reviewed for abuse of discretion. SSL Servs., LLC v. Citrix Sys., Inc.,

769 F.3d 1073, 1082 (Fed. Cir. 2014). Denial of JMOL is reviewed de novo, and

JMOL may be granted only when “a reasonable jury would not have a legally

sufficient evidentiary basis to find for the party on that issue.” Cambridge

Toxicology Grp., Inc. v. Exnicios, 495 F.3d 169, 179 (5th Cir. 2007).

Patent eligibility is reviewed de novo. OIP Techs., Inc. v. Amazon.com, Inc.,

788 F.3d 1359, 1362 (Fed. Cir. 2015).

ARGUMENT

I. THE DISTRICT COURT’S CONSTRUCTION OF “USAGE RIGHTS”
SHOULD BE AFFIRMED

A. The District Court Correctly Required “Usage Rights” To Be
“Attached, Or Treated As Attached,” To A Digital Work Because
The Patents Make Clear That Attachment Of Usage Rights Is A
“Key” And “Fundamental” Feature Of “The Present Invention”

ContentGuard asserts that the district court erred by construing “usage

rights” as “attached, or treated as attached,” to digital works, arguing that two of

the asserted claims include the term “associated” and that “associated” appears six

times in the Common Specification. BB24-26. But ContentGuard urged the

district court to construe “usage rights” identically across all asserted patents and
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all asserted patent claims, and the district court correctly recognized that this term

(like all claim terms) “must be read in view of the specification, of which they are

a part.” Liberty Ammunition, Inc. v. United States, 835 F.3d 1388, 1395 (Fed. Cir.

2016). The Common Specification makes clear that usage rights must be attached,

or treated as attached, to a digital work.

First, this Court repeatedly has held that characterizations of “the present

invention” limit the claims. Pacing Techs., LLC v. Garmin Int’l, Inc., 778 F.3d

1021, 1025 (Fed. Cir. 2015) (“When a patentee ‘describes the features of the

‘present invention’ as a whole, he alerts the reader that ‘this description limits the

scope of the invention.”’); Verizon Servs. Corp. v. Vonage Holdings Corp., 503

F.3d 1295, 1308 (Fed. Cir. 2007) (same); Andersen Corp. v. Fiber Composites,

LLC, 474 F.3d 1361, 1367 (Fed. Cir. 2007) (same). Here, the Common Specifi-

cation clearly and unequivocally states that a “key” and “fundamental” feature of

“the present invention” is that usage rights must be attached to a digital work:

x “A key feature of the present invention is that usage rights are
permanently ‘attached’ to the digital work. Copies made of a
digital work will also have usage rights attached. Thus, the
usage rights and any associated fees assigned by a creator and
subsequent distributor will always remain with a digital work.”
Appx194(6:11-16) (emphasis added).

x “The combination of attached usage rights and repositories
enable distinct advantages over prior systems. … [T]he
present invention never separates the fee descriptions [which
are part of the usage rights] from the work. Thus, the digital
work genie only moves from one trusted bottle (repository) to
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another, and all uses of copies are potentially controlled and
billable.” Appx194(6:22-23, 28-32) (emphasis added).

x “FIG. 1 is a high level flowchart omitting various details but
which demonstrates the basic operation of the present inven-
tion. Referring to FIG. 1, a creator creates a digital work, step
101. The creator will then determine appropriate usage rights
and fees, attach them to the digital work, and store them in
Repository 1, step 102.” Appx194(6:33-38) (emphasis added).

x “It is fundamental to the present invention that the usage rights
are treated as part of the digital work. As the digital work is
distributed, the scope of the granted usage rights will remain the
same or may be narrowed. … The attachment of usage rights
to a digital work may occur in a variety of ways. If the usage
rights will be the same for an entire digital work, they could be
attached when the digital work is processed for deposit in the
digital work server. In the case of a digital work having
different usage rights for the various components, this can be
done as the digital work is being created. An authoring tool or
digital work assembling tool could be utilized which provides
for an automated process for attaching the usage rights.
Appx196(10:44-48, 10:57-65) (emphasis added).

The district court and the public were entitled to rely on these repeated and

unequivocal teachings of the patents. Having identified “attachment” of usage

rights as a critical feature of the invention, ContentGuard is not entitled to back-

track now. See Honeywell Int’l, Inc. v. ITT Indus., Inc., 452 F.3d 1312, 1318 (Fed.

Cir. 2006) (when specification describes “the invention” as requiring a feature,

“[t]he public is entitled to take the patentee at his word”).

Second, patentees are bound by their own lexicography. Sinorgchem Co. v.

ITC, 511 F.3d 1132, 1136 (Fed. Cir. 2007). Here, the Common Specification
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includes a Glossary that confirms that usage rights must be attached to digital

content. The Glossary defines “Digital Work (Work)” as “[a]ny encapsulated

digital information. Such digital information may represent music, a magazine or

book, or a multimedia composition. Usage rights and fees are attached to the

digital work.” Appx216(50:8-12) (emphasis added). The Glossary further defines

“Composite Digital Work” as “[a] digital work comprised of distinguishable parts.

Each of the distinguishable parts is itself a digital work which ha[s] usage rights

attached.” Appx216(49:48-51) (emphasis added). Although the Glossary includes

the attachment requirement in the definitions of “Digital Work (Work)” and

“Composite Digital Work,” rather than in the definition of “Usage Rights,” the

district court correctly recognized that the “attached” limitation must apply to the

construction of “usage rights” because the Glossary defines the relationship

between usage rights and a digital work. “When a patentee defines a claim term,

the patentee’s definition governs.” Honeywell Int’l, Inc. v. Universal Avionics Sys.

Corp., 493 F.3d 1358, 1361 (Fed. Cir. 2007).1

Third, claim scope is limited when “the specification distinguishes or dispar-

ages prior art based on the absence of that feature.” Poly-Am., L.P. v. API Indus.,

1 When prosecuting the originally asserted ’160 patent, ContentGuard changed
every instance of the word “attached” in the Common Specification to the word
“associated.” Appx1506-1568. The district court noted this fact when omitting the
“attached” limitation from the “usage rights” construction for that patent. Appx36.
But ContentGuard elected not to pursue that patent at trial.
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Inc., 839 F.3d 1131, 1136 (Fed. Cir. 2016). The ContentGuard patents distin-

guished prior-art systems that used the Secure Container/License Server approach

based on the invention’s use of “attached usage rights.” The Common Specifi-

cation notes that in the prior-art Griswold system, “usage is managed at a central

location by the response datagrams” (i.e., licenses). Appx192(2:25-35).

According to the specification, this results in “[a]n “important limitation … that

during the use of the licensed product, the user must always be coupled to an

appropriate communication facility in order to send and receive datagrams. This

creates a dependency on the communication facility. So if the communication

facility is not available, the licensed product cannot be used. Moreover, some

party must absorb the cost of communicating with the license server.”

Appx192(2:29-37). The patents purport to solve these problems by attaching the

usage rights to the digital content so that they are “never separate[d].”

Appx194(6:28-32). As stated in the Common Specification:

The combination of attached usage rights and repositories enable
distinct advantages over prior systems. As noted in the prior art,
payment[s] of fees are primarily for the initial access. In such
approaches, once a work has been read, computational control over
that copy is gone. Metaphorically, “the content genie is out of the
bottle and no more fees can be billed.” In contrast, the present
invention never separates the fee descriptions [which are part of the
usage rights] from the work. Thus, the digital work genie only moves
from one trusted bottle (repository) to another, and all uses of copies
are potentially controlled and billable.
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Appx194(6:22-32). The patentee thus identified “attached usage rights,” enforced

by “repositories,” as the mechanism by which the invention improved on prior art.

Simply put, the intrinsic evidence compelled the district court’s ruling that

usage rights must be “attached, or treated as attached,” to a digital work.

B. The Patents’ Use Of “Associated” Is Consistent With The District
Court’s Construction Because The Patents Make Clear That The
Type Of “Association” Required By The Invention Is
“Attachment”

The appearance of the term “associated” in two of the asserted claims is

consistent with the district court’s construction because the specification makes

clear that the kind of “association” required by the patents is “attachment.” Indeed,

ContentGuard itself contends that “‘[a]ttachment’ and ‘association’ … mean one

and the same thing in Dr. Stefik’s patents.” BB5; see also BB12 (arguing that the

two terms are used “interchangeably” in the patents). The district court thus could

not have erred by using “attached,” rather than “associated,” in its construction,

especially when the Common Specification identifies “attached usage rights” as

the “key” and “fundamental” feature of the claimed invention. Appx194(6:11-16),

Appx194(6:22-23, 28-32), Appx194(6:33-37), Appx196(10:44-65). “Associated”

may have a broader meaning outside the context of these patents, but that non-

contextual meaning is irrelevant.

Andersen Corp. v. Fiber Composites, LLC is instructive. The patent there

included claims referring to a composition in “pellet,” “linear extrudate,” or “com-
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posite composition” form. 474 F.3d at 1368. This Court affirmed that the claimed

“composite composition” was limited to pellet or linear extrudate form. Id. at

1365-67. The Court relied on repeated specification statements that “the inven-

tion” required pellet or linear extrudate form, e.g., “[t]he invention relates to a

composition comprising a polymer and wood fiber composite that can be used in

the form of a linear extrudate or thermoplastic pellet ….” Id. at 1367. The Court

explained that “[w]hile nothing on the face of the asserted claims states that the

term ‘composite composition’ is limited to a mixture that is in pellet or linear

extrudate form, the specifications make clear that the term, as used in the …

patents, must be construed to be limited in that manner.” Id. at 1366. As here, the

patentee emphasized the specification’s occasional use of the general term

“composite material,” and the appearance of that general term in certain asserted

claims. Id. at 1368. But this Court disagreed, explaining that the specification’s

occasional use of that alternative did not broaden the scope of the claims:

Andersen argues that the [patent] specification cannot be read to
require that the composite composition be extruded in linear extrudate
or pellet form, because on several occasions the specification refers to
the invention as a “composite material,” without adding any reference
to the linear extrudate or pellet form. That argument is unpersuasive,
however, as the term “composite material” is just a synonym for
“composite composition,” and the use of that alternative term in the
“Field of the Invention” portion of the specification is not inconsistent
with the restrictive definition provided in the body of the specification
where the invention is described in more detail.

Id.
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Likewise here, the Common Specification’s occasional use of “associated”

is entirely consistent with the district court’s construction, as the specification

makes clear that in these patents, references to usage rights “associated with” a

digital work mean, and are limited to, usage rights that are “attached” to the work.

See also Edwards LifeSciences LLC v. Cook Inc., 582 F.3d 1322, 1329-30 (Fed.

Cir. 2009) (affirming construction of “graft” as limited to “intraluminal graft,”

where specification used those terms interchangeably and described “the present

invention” as an intraluminal graft, even though certain claims recited only

“grafts”).

C. The Digital Nature Of The Claimed Invention Does Not Render
“Attachment” A Meaningless “Fiction,” As The Patents Expressly
Teach Technological Means To “Attach” Usage Rights To A
Digital Work

ContentGuard argues that because digital usage rights cannot be attached to

digital content in the same way that physical objects can be attached (e.g., using

staples or glue), the Common Specification’s repeated teachings that usage rights

must be “attached” to a digital work were a meaningless “fiction.” BB29.

ContentGuard thus suggests that the patents’ repeated discussion of “attachment”

required only a generalized “association” or reference between usage rights and a

digital work. BB30.

But the specification makes clear that the “attachment” of usage rights and

digital content is not a meaningless fiction. Indeed, the patents include an entire
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section entitled “Attaching Usage Rights to a Digital Work” that details various

ways to attach usage rights to digital content. Appx196(10:44-46, 10:57-65).

Moreover, in its construction, the district court recognized and accounted for the

digital setting of the claimed invention by requiring that usage rights be “attached,

or treated as attached,” to a digital work. Appx35. This phrasing was based on

the specification’s teaching that “the usage rights are treated as part of the digital

work,” Appx196(10:45-46), and recognizes that even if physical attachment of

digital objects is not possible, those objects can be “treated as attached,” by giving

them the attributes of attached objects—in particular, they “always remain with,”

Appx194(6:14-16), and are “never separate[d],” Appx194(6:29), during the period

of required attachment. In formulating the construction this way, the district court

ensured that the jury understood that even though digital items cannot physically

be stapled or glued, they can be “attached, or treated as attached,” using digital

methods that have an equivalent effect.

ContentGuard’s speculation about the import of quotation marks around a

single use of the term “attached” in the Common Specification, BB29, is mis-

guided. All other uses of that term have no quotation marks, and the specification

frequently uses quotation marks to signify important terms and elements of the

claimed invention. See, e.g., Appx194(5:64, 6:3-4 (preceding paragraph with

quotation marks around terms “digital work,” “work,” “content,” “usage rights,”
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and “rights”)). Moreover, the paragraph that ContentGuard cites makes clear that

continual attachment of usage rights to the digital work is a “key feature of the

present invention.” Appx194(6:24-29). The district court properly refused to

ignore that “key feature.”

ContentGuard suggests that the phrase “attached, or treated as attached,”

could have misled the jury into believing that physical attachment was required,

but there is nothing to suggest juror confusion. ContentGuard repeatedly explained

and emphasized to the jury that the court’s “usage rights” construction required no

physical attachment, and it presented extensive testimony and argument about how

digital objects can and cannot be “attached, or treated as attached.”

Appx10823(140:8-17), Appx10885-10886(46:20-47:7), Appx10896-10897(57:20-

58:4). Defendants’ technical expert, Paul Clark, also confirmed that “attached, or

treated as attached,” did not require a physical attachment of usage rights and

digital content. Appx12002-12003(75:23-76:20 (“[I]n the digital world, it’s not

quite possible to staple things together. So basically you need to use technology

in—in order to accomplish that.”). The parties disagreed on whether the “asset

IDs” contained in both Google Play licenses and Google Play video and book files

caused those digital objects to be “attached, or treated as attached,” but the jury

fully understood that no physical attachment was required.
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D. The District Court’s Construction Did Not Exclude Any Preferred
Embodiments, As No Disclosed Embodiment Separates Usage
Rights From A Digital Work

ContentGuard suggests that the district court’s construction of “usage rights”

excludes “numerous preferred embodiments” and that the district court itself

recognized that usage rights and digital content can be stored in separate files

and/or on separate devices. BB29-30. Both suggestions are wrong.

As the Markman order recognized, the Common Specification does not

teach separation of usage rights and content. Appx32. Instead, it teaches possible

separation of a “description tree” file and content. Appx32. “Description tree[s]”

and “usage rights” are distinct. A “description tree” is a separately defined

“structure which describes the location of content and the usage rights and usage

fees for a digital work.” Appx216(50:1-3) (emphasis added). A description tree

thus resembles a table of contents that “makes it possible to examine the rights and

fees for a work without reference to the content of the digital work.”

Appx195(8:51-55). Just as a table of contents shows a book’s chapter titles and

page numbers without requiring a reader to flip through page-by-page, the

“description tree” allows a user to examine the titles/“identifiers,” the “starting

address[es],” and the applicable usage rights for the constituent chapters or

“d-blocks” of a digital work without having to flip through the “contents files”

line-by-line. Appx195-196(8:46�10:43). The district court correctly recognized
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that while the “description tree” can be separated from a digital work, that tree

does not contain the actual “usage rights” for a work, which must be attached to

the content for the claimed invention to work as intended. Appx32.

ContentGuard next points to the district court’s “recogni[tion] that the spec-

ification contemplates ‘mak[ing] a copy of the digital work in a place outside of

the protection of usage rights.’” BB30. ContentGuard neglects to mention that

this “recognition” was merely part of the district court’s discussion of whether

usage rights needed to be “permanently” attached to a work, and acknowledged

that when a digital work is printed onto paper, the hard copy is outside the

protection of digital usage rights and repositories. Appx35, Appx209(35:64-

36:12). That point is irrelevant to whether usage rights must be “attached, or

treated as attached,” to a work while in digital form and while the usage rights do

govern use of the work. The district court’s construction of “usage rights” is

entirely compatible with the specification’s description of a “Print” right.

E. Extrinsic Evidence, Including The Lead Named Inventor’s Own
Explanations Of His Work, Confirmed That “Attached Usage
Rights” Are A Core Element Of The Invention

The district court correctly recognized that extrinsic evidence supported the

“attached, or treated as attached,” construction. Appx33-34. As the district court

noted, while lead inventor Stefik was preparing his initial patent applications, he
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authored an article, Letting Loose the Light, describing his invention and

confirming that usage rights must be attached to digital content:

Attached Usage Rights. We start with an analogy. When we go to a
store to buy a shirt, there are various tags attached to it. One kind is a
price tag. If we want to buy the shirt, we must pay the amount on the
tag. Another tag gives cleaning instructions: for example, wash by
hand in cold water or dry clean only. … This is roughly the idea of
usage rights on digital works. Digital works come with tags on them.
… [T]he tags are not removable. … Such tags [are] permanently
attached and honored by the trusted systems .....

Appx33, Appx1459, Appx1470, Appx1486.

ContentGuard ignores this evidence and instead makes a new argument on

appeal based on extrinsic evidence neither presented to the district court nor

included in the record. According to ContentGuard, because its failed RightsEdge

product did not attach usage rights to digital works, “usage rights” should not be

construed to require such attachment. BB31. That argument has four fatal flaws.

First, ContentGuard waived it by not presenting it below. See Energy Transp.

Grp., Inc. v. Wm. Demant Holding A/S, 697 F.3d 1342, 1357 (Fed. Cir. 2012).

Second, the features of a later-developed commercial product cannot overcome the

patents’ explicit teachings regarding the importance of “attaching” usage rights to

content. Third, ContentGuard did not show that RightsEdge, which was developed

after the patents were issued, actually practiced the claimed invention. Fourth,

Stefik’s documents from 1995—which, unlike Rights Edge, were contempor-

aneous with the patents and are in the record—confirm that his invention requires
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usage rights to be attached to digital content. Appx10749-10751(66:4-17, 67:4-

68:12) (internal Stefik presentation describing “the Approach” as having

“[r]epresentations of usage rights that travel with a digital document”).

F. ContentGuard Acknowledged And Urged The Correctness Of
The District Court’s Construction In A CBM Proceeding And Is
Now Bound By That Construction

While this case was pending in the district court, the PTO instituted a CBM

proceeding reviewing U.S. Patent No. 7,774,280, a related patent that

ContentGuard included in its complaint but chose not to pursue at trial. After the

PTAB found claims unpatentable, ContentGuard successfully petitioned to amend

them. Google Inc. v. ContentGuard Holdings, Inc., CBM2015-40, 2016 WL

3438922, at *1, 22, 25, 34 (PTAB June 21, 2016). In support, ContentGuard told

the PTAB that the broadest reasonable construction of “usage rights” was the

district court’s construction, including the “attached, or treated as attached,”

limitation. Id. at *29. Given that recognition, ContentGuard cannot credibly

contend that the district court’s construction was too narrow or that an even

broader construction of “usage rights,” without the “attached, or treated as

attached” limitation is correct.

Indeed, ContentGuard’s success in amending its claims based on the district

court’s construction bars it from challenging that construction under the doctrines

of (1) prosecution disclaimer, see Spectrum Int’l, Inc. v. Sterilite Corp., 164 F.3d
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1372, 1379 (Fed. Cir. 1998) (patentee’s limitation of claim terms in PTO proceed-

ing applicable to construction in district court); Cole v. Kimberly-Clark Corp., 102

F.3d 524, 531-32 (Fed. Cir. 1996) (patentee bound by representations made during

reexamination proceeding); Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d

1340, 1348-50 (Fed. Cir. 2004) (prosecution disclaimer limiting scope of claim

term applicable to construction of term in related patent), and (2) judicial estoppel,

see N.H. v. Me., 532 U.S. 742, 750-51 (2001) (judicial estoppel precludes litigant

from taking position inconsistent with earlier position upon which it prevailed

where permitting such inconsistency would result in unfair advantage).

G. The District Court’s Daubert Ruling Properly Prevented Jury
Confusion By Requiring The Parties To Base Their Arguments
On The Court’s Construction Of “Usage Rights,” Rather Than
On Alternate Terminology Susceptible To Another Interpretation

ContentGuard accuses the district court of “compound[ing] its Markman

error,” BB18, by ruling that “[n]o expert may opine or insinuate that a mere

association between the content and the usage rights is enough to meet the

requirement that the usage rights be ‘attached’ to the content,” Appx154. But that

ruling was correct because it prevented ContentGuard from suggesting, contrary to

the patents’ teachings and the district court’s construction, that generalized

association without attachment sufficed. ContentGuard itself recognizes that in

this context, “association” and “attachment” are interchangeable. BB4, BB12. But

in other contexts, the terms are not necessarily equivalent, and the district court
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properly prevented ContentGuard from confusing the jury by using a term

(“association”) that did not appear in the construction and would have been

misleading without further explanation.

This ruling was not an abuse of discretion, nor did it hamstring

ContentGuard. As discussed above, ContentGuard offered extensive evidence and

argument in an effort to show that Google Play licenses and digital content files

were “attached, or treated as attached,” by the use of common “asset IDs” and

unique decryption keys. See, e.g., Appx10885-10886(46:20-47:7), Appx10896-

10897(57:20-58:4).

H. Further Proceedings Would Be Needed To Determine Whether
The Accused Products Satisfy Any New Construction

Contrary to ContentGuard’s suggestion, BB6, BB35, Defendants have not

conceded that rights in the accused applications are “associated” with digital

content. This was not an issue under the district court’s construction, so

Defendants did not address ContentGuard’s present “association” allegations

below. If the Court were to adopt ContentGuard’s construction of usage rights and

not affirm on the alternative grounds discussed below, a new determination would

be required on whether the accused products satisfy the revised construction. In

particular, the finder-of-fact would have to determine (a) whether the decryption

keys in the Google Play licenses constitute “indications of the manner in which a

[digital work] may be used or distributed,” and (b) whether the “asset IDs”
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included in licenses and content files satisfy the “association” requirement.

Defendants presented substantial evidence to support a finding that the accused

products satisfied neither limitation. See, e.g., Appx12011-12018(84:18-91:12).

Although Defendants acknowledged at trial that Google Play licenses and content

files can be correlated using asset IDs, they did not concede that the licenses and

content files were associated with each other in the manner required by the asserted

claims.

II. REGARDLESS OF THE CONSTRUCTION OF “USAGE RIGHTS,”
THE NONINFRINGEMENT JUDGMENT SHOULD BE AFFIRMED
BECAUSE THE ACCUSED SYSTEMS LACK THE REQUIRED
“PHYSICAL INTEGRITY” AND “BEHAVIORAL INTEGRITY”

Even if the district court erred in construing “usage rights,” that error was

harmless because the Defendants did not infringe for an independent reason:

ContentGuard did not present substantial evidence that the accused products

exhibit “physical integrity” and “behavioral integrity.” Both “integrities” are

required for a device to be deemed “trusted” or a “repository,” and the accused

products lack both.

A. The Accused Products Lack “Physical Integrity” Because The
Undisputed Evidence Established That They Allow Access To
Information Concerning Digital Works And Issued Licenses

The district court construed “physical integrity” as “preventing access to

information in a repository by a non-trusted system.” Appx20. ContentGuard
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does not challenge that construction and does not dispute that if an application or

device lacks “physical integrity,” it cannot infringe any asserted claim. BB33-34.

Defendants presented unrebutted evidence that the accused Google Play

apps (and devices running those apps) lack “physical integrity” because they allow,

rather than prevent, access to information in the apps and devices. Indeed, the

accused apps undisputedly allow access to the digital video and book files

themselves. Defendants’ technical expert, Clark, testified about tests confirming

that the accused Google Play apps do not exhibit physical integrity. On Device 1,

he purchased a movie (Movie 1) from Google Play; on Device 2, as a different

user, he rented the same movie (Movie 2). Appx12005-12012(78:5-85:9). He then

deleted Movie 2 from Device 2, copied Movie 1, and transferred the copy of

Movie 1 to Device 2. Id. He was then able to play Movie Content 1 on Device 2,

but only as a rental. Id. The Google Play Movies & TV application did not have

“physical integrity,” as construed, because Clark was able to access and manipulate

critical information—the movie files themselves. Appx12038-12039(111:23-

112:1).2 Clark also explained that the removable memory of the accused devices

further prevented them (and the accused apps) from maintaining physical integrity.

Appx12038(111:3-11).

2 Clark was not, himself, a “trusted” device or “repository” when he accessed the
digital works, as he did not possess any of the “integrities” required for such status.
Appx12005-12011(78:5-84:17).
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ContentGuard presented no conflicting evidence. In fact, ContentGuard’s

experts agreed that the tests showed “access” to information. Martin, for example,

testified that he was able to “access” a variety of information on the accused Nexus

devices:

Q: And, for example, you were able to access and see information
about the rental period contained in the license for the movie you
purchased in the Google Play Movies & TV app; is that right?

A [MARTIN]: Yes, sir. Just like the Google Play Movies & TV app,
other apps need to know how quickly a license is going to expire.
And so, yes, I was able to see that, as well as the app could.

Q: And so then you were also able to get access to information on the
license start time with precision from accessing the license
information; is that correct?

A: The license start time was some of the non-confidential
information available about the license, yes, sir.
….

Q: And you were able to get access and see how the actual encrypted
movie file was—where it was stored on your device, correct?

A: Yes, sir. I think that’s the same thing, but yes, sir.

Q: And you were—it was your view that if you had wanted to, you
could have actually moved that movie file from the location where
you found it to a different location in memory; is that right?

A: Yes, sir. I could have taken that encrypted file that I didn’t have
the key for and I could have moved it elsewhere.

Appx11080-11082(27:14-28:1, 29:3-14); see also Appx12360(112:2-6) (Goodrich

agreeing that Clark’s tests showed that he “was able to access the encrypted movie

file”), Appx12362(114:10-11).
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ContentGuard’s only counterargument was that accessing license informa-

tion and/or encrypted files was insufficient to compromise “physical integrity.”

But that argument fails under the district court’s unchallenged construction—

“preventing access to information in a repository by a non-trusted system,”

Appx20—because “information” includes license information and encrypted

content files. ContentGuard never requested that “information” be limited to non-

encrypted information or non-license information, and thus has waived any such

argument. Under the unchallenged construction, no reasonable jury could have

found that the accused Google Play apps met the “physical integrity” limitation.

B. The Accused Products Lack “Behavioral Integrity” Because The
Undisputed Evidence Established That Digital Works Installed
Using The Accused Products Do Not Include A “Digital
Certificate”

The district court construed “behavioral integrity” as “requiring software to

include a digital certificate in order to be installed in the repository,” Appx23, and

it defined “digital certificate” as “a signed digital message that attests to the

identity of the possessor,” Appx55. ContentGuard neither appeals that construc-

tion nor denies that an application or device that lacks “behavioral integrity”

cannot infringe. BB33-34.

Defendants presented undisputed evidence that the accused products lack

behavioral integrity because they do not require digital video and book files to

include a digital certificate to be installed on a user’s device. Appx11826(46:17-

Case: 16-2430      Document: 49     Page: 59     Filed: 12/21/2016



40

22), Appx10998(159:18-23), Appx11224(43:14-17). ContentGuard’s only coun-

terargument was that digital video and book files are not “software” requiring

certificates. But the patents themselves specifically identify a “digital work” as

“software” that must include a digital certificate:

The purpose of the certificate is to authenticate that the software has
been tested by an authorized organization, which attests that the
software does what it is supposed to do and that it does not compro-
mise the behavioral integrity of a repository. If the digital certificate
cannot be found in the digital work or the master repository which
generated the certificate is not known to the repository receiving the
software, then the software cannot be installed.

Appx197(12:43-50) (emphasis added); see also Appx10984(145:19-24) (Goodrich

agreeing that movie and book files are “digital works”). The Common Specifica-

tion also separately refers to “entertainment ‘software’ such as video and audio

recordings.” Appx197(12:12-13). And Stefik’s Letting Loose the Light article,

written contemporaneously with the original patent applications, confirms that

“software” encompasses digital works generally, not just computer programs:

Digital work. Any work that can be represented in digital form; for
example, a document like a book, magazine, or newspaper. It could
also be a recording of music, a movie, a computer game, or any
computer program. Sometimes the word software is used in a general
sense to mean a digital work.

Appx1495.

ContentGuard did not ask the district court to construe “software” to include

only particular kinds of software (e.g., computer programs) or to exclude the type
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of “entertainment ‘software’” expressly referred to in the patents, Appx197(12:12-

13), and thus has waived any such argument. Given the express teachings of the

patents, a reasonable jury applying the district court’s construction of “behavioral

integrity” had to reject ContentGuard’s unsupported argument and accept the

undisputed evidence that the accused products do not require digital certificates for

the installation of software, i.e., digital works.

C. The Construction Of “Usage Rights” Is Irrelevant To The
Accused Products’ Failure To Satisfy The “Integrity” Limitations
Because The Unchallenged Constructions of “Physical Integrity”
And “Behavioral Integrity” Do Not Depend On Whether Usage
Rights Are “Attached” To A Digital Work

ContentGuard asserts that the construction of “usage rights” affected the

jury’s assessment of the “integrity” elements because “the question of whether

Google’s DRM scheme utilizes ‘repositories’ hinges on the question of whether it

supports ‘usage rights.’” BB32. But the district court’s unchallenged construc-

tions of “physical integrity” and “behavioral integrity” do not mention “usage

rights,” and there is no basis to find that the construction of “usage rights” affected

the jury’s consideration of these “integrity” elements in any way. Whether usage

rights must be “attached, or treated as attached,” to a digital work, or instead more

broadly “associated” with content, is logically independent of whether the accused

products exhibit the required physical and behavioral integrities. As a result, the

supposed error in construing “usage rights” was harmless, and this Court can and
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should affirm the noninfringement judgment based on the lack of integrities

required for a “trusted” system or “repository.” See SSL Servs., 769 F.3d at 1084.

To forestall that result, ContentGuard points to Defendants’ response to

ContentGuard’s JMOL motion, where Defendants observed that infringement is an

issue of fact for the jury. BB35. But just because an issue is factual does not mean

that the party with the burden of persuasion has presented sufficient evidence to

support a finding in its favor. In their JMOL opposition, Defendants had to and did

show that they presented substantial evidence establishing the absence of the

physical and behavioral integrity elements in the accused products. This brief

explains that the evidence at trial allowed only a finding of noninfringement of

these elements. The positions are entirely consistent.

III. DEFENDANTS PROPERLY FOCUSED ON THE ABSENCE OF
SPECIFIC CLAIM ELEMENTS FROM THE ACCUSED PRODUCTS
AND DID NOT PRESENT AN IMPROPER “PRACTICING THE
PRIOR ART” OR “PROSECUTION DISCLAIMER” DEFENSE

ContentGuard also seeks a new trial based on Defendants’ supposed

presentation of a “practicing the prior art” or “prosecution disclaimer” defense.

But the district court did not abuse its discretion in denying ContentGuard a new

trial on this basis. As the court recognized, Defendants pursued no such defense.

“Instead, Defendants properly distinguished their system from the systems

described in the patents-in-suit.” Appx170.

As this Court has explained, a “practicing the prior art” defense refers to a
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defendant’s argument that its conduct is non-infringing or the patent is anticipated

“because [it] is simply ‘practicing the prior art.’” Cordance Corp. v. Amazon.com,

Inc., 658 F.3d 1330, 1337 (Fed. Cir. 2011). Such an argument may blur infringe-

ment and validity issues or “flout” the requirement that the jury find invalidity by

clear and convincing evidence. Id. Here, ContentGuard prevailed on validity, and

Defendants presented specific evidence and argument establishing that the accused

products did not infringe because they lack three required claim elements: “usage

rights,” “physical integrity,” and “behavioral integrity.” As the district court

found, Defendants did not argue that they did not infringe simply because the

accused products practiced the prior art.

The transcript excerpts identified by ContentGuard, BB38-40, are merely

statements that the accused Google Play applications use a license server approach

that differs fundamentally from the claimed Trusted System/Attached Usage

Rights approach. Defendants explained that because they use a license server to

distribute licenses separate from content, the accused Google Play applications (a)

do not employ “usage rights” that are “attached, or treated as attached,” to a digital

work, and (b) do not use “trusted” devices/“repositories” having “physical

integrity” or “behavioral integrity.” Defendants did not contend that they practiced

the prior-art Griswold system, but rather that they used a license server system

analogous to Griswold’s, which the patents distinguished and criticized for lacking
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“attached usage rights.” See, e.g., Appx10579-10582(55:23-58:2) (opening

statement), Appx194(6:22-32).

In closing argument, Defendants made clear that there was no infringement

because in using a license server approach to DRM, the accused applications

lacked specific, required claim elements:

These are both [license server approach and trusted system approach]
fine ways of doing DRM, ladies and gentlemen. Each has its pros and
each has its cons. But the fact is that you either send usage rights
attached with the content or you use a license server and you get the
rights separate from the content. …

And you’ve learned from Dr. Clark’s simple demonstration and from
Google’s own documents that the licenses in Google’s system move
separately from the content. …

So Google does not and cannot infringe the patent claim elements that
require usage rights that are attached or treated as attached to content.
And it’s also true that Google does not use a trusted repository, as that
term is defined in these patent claims, because it doesn’t need to. By
using a license server, it controls the usage of the rights from that
central facility. It doesn’t need each device to be a trusted repository
according to this definition.

Appx12654-12655(22:14-23:22); see also Appx12025-12027(98:18-100:22)

(Clark testifying that license server approach used by accused apps neither attaches

usage rights to content nor enforces those rights with trusted system), Appx12033-

12041(106:9-114:22) (same). Defendants’ reference to the prior art as a basis of

comparison and to elucidate the knowledge of an ordinarily skilled artisan was

perfectly proper. Kinetic Concepts, Inc. v. Blue Sky Med. Corp., No. 03-832, 2007
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WL 1113088, at *9 (W.D. Tex. Apr. 4, 2007) (proper for defendants to compare

their activities with those patentee admitted were noninfringing), aff’d by 554 F.3d

1010 (Fed. Cir. 2009). The district court heard the case and did not abuse its

discretion in finding that Defendants did not improperly advance a practicing the

prior art defense.3

Nor has ContentGuard carried its burden in complaining that Defendants

improperly advanced a “prosecution disclaimer” defense by pointing out that the

Common Specification distinguished and criticized the prior-art Griswold system

that used a license server. BB38. Prosecution disclaimer narrows the scope of a

patent claim where the patentee unequivocally has disavowed a certain meaning to

obtain a patent that otherwise would have a broader scope. Shire Develop. LLC v.

Watson Pharms., Inc., 787 F.3d 1359, 1364 (Fed. Cir. 2015). Defendants never

argued to the jury that the scope of the construed claims was further restricted by

the specification’s discussion of Griswold. Instead, Defendants relied on the

district court’s constructions and consistently argued that by using a license server,

the accused Google Play applications did not need to, and did not, employ “usage

3 ContentGuard’s argument also fails because the prior-art evidence was relevant to
ContentGuard’s willfulness and inducement claims. Due to their use of the license
server approach criticized in the patents, Defendants had a reasonable basis to
believe they were not infringing and did not intend to induce infringement. See
Kinetic Concepts, Inc. v. Blue Sky Med. Grp., Inc., 554 F.3d 1010, 1025 (Fed. Cir.
2009) (rejecting claim of improper practicing-the-prior-art defense where prior-art
evidence helped rebut patentee’s claims of willful and induced infringement).
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rights” or exhibit the required “physical integrity” and “behavioral integrity.”

There is no reason to think the jury was confused. The district court clearly

instructed it that infringement requires a comparison between the patent claims and

the accused products, not between the prior art and the accused products:

For infringement, you should not compare the accused products with
any specific example set out in the patent with the patentholder’s
commercial products or with the prior art. The only correct
comparison is to compare the accused products with the language of
the claims themselves as I’ve explained their meaning to you.

Appx12603(52:15-21). There is no evidence that the jury disregarded this

instruction, and no basis to find that the district court abused its discretion in

denying ContentGuard’s motion for a new trial.

IV. IF THIS COURT DOES NOT AFFIRM ON NONINFRINGEMENT,
IT SHOULD DECLARE THE CLAIMS INVALID OR REMAND FOR
A NEW TRIAL ON INVALIDITY

This Court should declare the asserted claims invalid, or at least vacate the

non-invalidity determination and remand for further proceedings, for three reasons.

First, the district court erred in ruling that the asserted patents covered patent-

eligible subject matter. Second, Defendants presented undisputed evidence at trial

that the asserted claims were obvious over prior-art references. Third, the district

court erred in permitting ContentGuard to withhold documents highly relevant to
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invalidity based on attorney-client privilege even though they were not created for

or by attorneys.4

A. ContentGuard’s Construction Of “Usage Rights” Cements The
Patent-Ineligibility Of The Asserted Claims

For centuries, libraries have enforced use restrictions on the materials they

loan. They lend books and other items (including CDs and DVDs containing

digital works) to authorized users—patrons who have a library card—in accord-

ance with certain usage rights and restrictions, e.g., how long materials may be

used, whether copies can be made, and whether materials can be removed from the

premises or viewed only in special collection rooms. Appx4530-4533.

The asserted claims merely extend the library loan idea to digital content and

implement it using generic computers. The asserted claims require no specific

hardware or software and invoke only basic computer functions such as receiving

and decrypting data, securely storing data, analyzing data, and following

instructions. The age-old idea of defining and enforcing usage rights on works

such as books and movies cannot be rescued from abstraction through the use of

conventional computer technology. See Alice Corp. Pty. Ltd. v. CLS Bank Int’l,

134 S. Ct. 2347, 2359 (2014). The ContentGuard patents are not “directed to an

improvement in the way computers operate,” Enfish, LLC v. Microsoft Corp., 822

4 If this Court affirms the judgment of noninfringement, Cross-Appellants are
willing to withdraw their cross-appeal.
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F.3d 1327, 1337 (Fed. Cir. 2016). Rather, the ContentGuard claims simply use

generic computers and known technology as tools to implement the abstract idea of

restricting use of digital content, as in FairWarning IP, LLC v. Iatric Systems, Inc.,

839 F.3d 1089, 1095 (Fed. Cir. 2016).

In holding that the ContentGuard patents claimed patent-eligible subject

matter under Alice, the district court relied on its claim constructions. In particular,

the court viewed the requirement that usage rights be “attached, or treated as

attached,” to the digital content as imposing a meaningful limitation on the claimed

invention. At the hearing, the district court commented that “it’s clear that the

digital rights management component becomes and is a fundamental part of the

work itself,” Appx9079(10:1-11), and in its ruling, the district court concluded that

“the claims require that ‘usage rights’ are ‘attached or treated as attached’ to the

‘content’ such that the invented methods and systems, through the use of the

‘trusted systems,’ enable the creation and effective enforcement of usage permis-

sions.” Appx7939. Thus, if this Court accepts ContentGuard’s construction of

“usage rights,” an important basis for the district court’s decision will be removed,

and the asserted claims will become even less restricted to a particular way or

means of enforcing usage rights. As this Court recently reiterated, “when a claim

directed to an abstract idea ‘contains no restriction on how the result is accom-

plished … [and] [t]he mechanism is not described, although this is stated to be the
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essential innovation[,]’ then the claim is not patent-eligible.” Intellectual Ventures

I LLC, v. Symantec Corp., 838 F.3d 1307, 1316 (Fed. Cir. 2016) (quoting Internet

Patents Corp. v. Active Network, Inc., 790 F.3d 1343, 1347 (Fed. Cir. 2015)).

In any event, regardless of what construction of “usage rights” applies, the

asserted claims are patent-ineligible, as they do nothing more than implement a

traditional library loan system using generic computers, conventional computer

techniques, and digital rather than physical works.

1. The Asserted Claims Are Directed To The Abstract
Concept Of Restricting Use Of A Work, And They Specify
Only Conventional Computer Technologies And Tech-
niques To Implement That Concept In The Digital Realm

The asserted claims are drawn to the age-old, abstract idea of distributing

content subject to usage rights and restrictions, a concept long used by brick-and-

mortar libraries to regulate the use of materials, including books and movies in

both paper and digital form. Libraries define “usage rights,” e.g., by imposing 21-

day loan periods and “do not copy” restrictions. They also rely on similar “integ-

rities.” Specifically, libraries prevent unauthorized access to, and use of, their

materials (“physical integrity”), and they take steps to assure that materials are

given only to trusted individuals who present proof in the form of a valid

certificate (library card) that they are authorized to use and/or borrow materials,

and who commit to follow the libraries’ usage rights and restrictions (“communi-

cations integrity” and “behavioral integrity”). See Appx4530-4533.
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The district court found the library analogy unpersuasive because the

claimed digital/computer implementation is supposedly more effective at enforcing

assigned usage rights. Appx7936. But computer implementation of a known

process or idea is usually more reliable than human implementation, and

specifying the use of computers merely to enhance the speed or reliability of a

known process or idea does not render a claim patent-eligible. See Versata

Develop. Grp., Inc. v. SAP Am., Inc., 793 F.3d 1306, 1335 (Fed. Cir. 2015) (“[F]or

the addition of a machine to impose a meaningful limit on the scope of a claim, it

must play a significant part in permitting the claimed method to be performed,

rather than function solely as an obvious mechanism for permitting a solution to be

achieved more quickly ….”); SiRF Tech., Inc. v. ITC, 601 F.3d 1319, 1333 (Fed.

Cir. 2010) (same).

The district court also concluded that the asserted claims were not abstract

because they “may require ‘specific computer programming,” Appx7937 (empha-

sis added), but the patents do not disclose or claim any such specific programming.

Instead, as shown next, they teach the use of conventional, rudimentary computer

techniques performed with conventional computer hardware to accomplish basic,

well-known computer functions, including receiving and decrypting data, securely

storing data, analyzing data, and following instructions on how data can be used.

See Alice, 134 S. Ct. at 2358-59 (noting that generic references to “processors” and
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“instructions” stored in “memories” are insufficient, and that “send[ing]” and

“determin[ing]” from data are among the “most basic functions of a computer,”

and cannot confer patentability). Where specific computer programming is not

taught and mandated, and the claim elements do “no more than require a generic

computer to perform generic computer functions,” the mere implementation of a

known process or idea in the digital realm and/or using conventional computer

elements does not render a claimed implementation patent-eligible. Intellectual

Ventures, 838 F.3d at 1318; Apple Inc. v. Ameranth, Inc., __ F.3d __, 2016 WL

6958650, at *7-8 (Fed. Cir. Nov. 29, 2016).

2. The Asserted Claims Do Not Add Any Inventive Concept
Because They Recite Only Generic Computer Functions
And Components Configured To Perform Otherwise
Conventional Steps

The asserted claims do not add any “inventive concept” that transforms them

into patent-eligible subject matter. The district court found that even if the claims

were directed to abstract subject matter, the “inventive concepts” of a “trusted

system” that “maintains … behavioral integrity … through the use of ‘digital certi-

ficates,’” Appx7938-7939, and the requirement that “‘usage rights’ are ‘attached or

treated as attached’ to the ‘content,’” Appx7939, render the claims patent-eligible.

Yet neither the district court nor ContentGuard pointed to any requirement or

feature of “repositories,” “integrities,” “use of digital certificates,” or “attached

usage rights” that made these elements inventive or unconventional. The Common
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Specification makes clear that all of these elements rely on well-known computer

elements and processes. For example, the specification notes existing technologies

that could be and were used to attach usage rights to a digital work: “An authoring

tool or digital work assembling tool could be utilized which provides for an

automated process of attaching the usage rights.” Appx196(10:57-65). The use of

existing technology to implement an abstract idea does not amount to

“significantly more,” as required to render a claim patent-eligible. Apple v.

Ameranth, 2016 WL 6958650, at *11.

The Common Specification similarly teaches use of “trusted” systems/“repo-

sitories” with three “integrities” by referring to existing, well-known requirements

and technologies. Appx195(7:50-57) (describing rendering system including

repository of a generic “computer system, a digital audio system, or a printer”),

Appx197(11:64-67) (identifying use of general “sensors that detect tampering” as

example of physical integrity), Appx197(12:29-31) (identifying known techno-

logies of “encryption, exchange of digital certificates, and nonces” as examples of

communications integrity), Appx197(12:40-43) (generically identifying digital

certificate as required for behavioral integrity). At trial, lead named inventor

Stefik admitted that he invented neither “physical integrity” nor “communications

integrity,” as the exemplary methods in the patents were well known by 1994,

Appx10736(53:8-23), Appx10737-10738(54:24-55:5), Appx10739(56:7-13), and
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he acknowledged that the use of digital certificates to assure “behavioral integrity”

was also well-known to skilled artisans by 1994, Appx10736-10737(53:25-54:16);

see also Appx12380(132:7-14) (ContentGuard expert Goodrich agreeing that

digital certificates employ only conventional computer technologies and

processes).

The district court erred by not considering whether the “trusted system” that

it found to include an “inventive concept” actually employed any elements or steps

that, by themselves or in ordered combination, were unique or unconventional.

The mere fact that the patents use technical-sounding terms such as “repository,”

“communications integrity,” and “digital certificate” does not show that the claims

do more than “recite only generic computer components configured to perform

otherwise conventional steps.” Alice, 134 S. Ct. at 2359. Because the asserted

claim elements, alone and together, are nothing more than “conventional steps,

specified at a high level of generality, which are well known in the art and consist

of well-understood, routine, conventional activit[ies] previously engaged in by

workers in the field,” Intellectual Ventures, 2016 WL 5439870, at *3, the claims

are not patent-eligible.

The same analysis applies to the Meta-Rights patent. The district court

construed “usage rights” and “repositories” to have the same meaning for all of the

asserted patents. Appx101, Appx109-110. Moreover, a “meta-right” is just a right
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to create, modify, or dispose of usage rights (or other meta-rights), so the idea of

“meta-rights” amounts to nothing more than the abstract idea of sublicensing of

usage rights in a generic computer environment. Abstract legal concepts are not

patentable. In re Comiskey, 554 F.3d 967, 981 (Fed. Cir. 2009) (claims

“describ[ing] an allegedly novel way of requiring and conducting arbitration” not

patentable).

B. The Claims Were Obvious Over The Asserted Prior Art

1. Under ContentGuard’s Construction Of “Usage Rights,”
ContentGuard’s Sole Distinction Of the Griswold
References Disappears

At trial, Defendants asserted that the Stefik patent claims were invalid over a

Griswold patent application published in 1992, Appx8435-8498, and Griswold’s

article “A Method for Protecting Copyright on Networks” in a CNI Proceedings

book, Appx8388-8397, both of which were concededly prior art. In those refer-

ences, Griswold disclosed a system using the Secure Container/License System

approach to DRM.

As shown at trial, those references, both individually and in combination,

rendered the asserted claims obvious if ContentGuard’s proposed construction of

“usage rights” is accepted.5 ContentGuard contended that the accused products

5 Motivation to combine was not an issue because the Griswold references
discussed the same system. Indeed, Griswold’s CNI article referred to and built on
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met the “attached, or treated as attached,” requirement because a Google Play

video or book license is “linked” to content through inclusion of an “asset ID.”

Appx10866-10867(47:1-48:2), Appx10896-10897(57:25-58:2). Defendants’

expert, Jean Renard Ward, explained that if ContentGuard’s interpretation were

correct, then the Stefik patent claims would cover the Griswold system. Referring

to diagrams depicting Google’s system and Griswold’s system, Appx8292-8294,

Ward demonstrated that the asset ID in the Google DRM system was similar to the

“model number” in the Griswold system. Appx8334(77:3-11). Ward opined that

the Griswold system was not invalidating art under a faithful application of the

district court’s construction because Griswold (like the Google Play applications)

did not employ usage rights “attached, or treated as attached,” to content.

Appx8333(76:9-21), Appx8291. But under ContentGuard’s infringement theory,

the claims would “read on the Griswold system which has a license that has a

product model number that identifies the content.” Appx8334(77:14-21),

Appx8335(78:6-10), Appx8292-8296. Ward also testified that the Griswold refer-

ences disclosed every other element of the asserted Stefik claims. Appx8330-

8332(73:12-75:13), Appx8333-8335(76:10-78:17), Appx8291.

ContentGuard’s validity expert, Goodrich, contended that the Griswold

references did not invalidate the Stefik patent claims because Griswold’s system

Griswold’s patent application, Appx8332-8333(75:14-76:2), so it effectively
combined them.
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did not employ usage rights that were “attached, or treated as attached,” to a digital

movie file:

Instead, in the Griswold system, it’s more like the children’s game of
Mother May I, where the system keeps saying: Mother may I? Can I
play the movie for another 60 seconds? Mother may I? Can I play
the movie for another 60 seconds? And it keeps getting just a
datagram saying: Yes, you may. Yes, you may. And you never get
the usage rights on the device attached or treated as attached to that
content.

Appx8595-8596(158:23-159:13). But that distinction evaporates if ContentGuard

obtains a construction of “usage rights” that does not include the “attached, or

treated as attached,” limitation.

Accordingly, if the Court accepts ContentGuard’s construction of “usage

rights” and remands for a new trial on infringement, the Court also should remand

for determination of whether, in light of the new construction, the asserted Stefik

patent claims are invalid as obvious over the Griswold references.

2. Defendants Are Entitled To JMOL Or At Least A New
Trial On Obviousness Over The Orange Book Combined
With Either Of Two Secondary References

In 1985, the Department of Defense (“DOD”) published a book entitled

“Trusted Computer System Evaluation,” commonly referred to as “The Orange

Book.” Appx8129-8255. That prior-art reference encouraged the computer indus-

try to build “trusted computer systems and products, making them widely available
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in the commercial market place.” Appx8191; see Appx8313-8315(44:18-46:3),

Appx8273.

At trial, Ward testified that The Orange Book expressly or inherently

disclosed each element of the asserted Stefik patent claims. Appx8316-

8317(47:12-48:20), Appx8322-8323(65:21-66:23), Appx8329-8330(72:9-73:3),

Appx8283-8286. Moreover, Stefik himself admitted that the idea of using “trusted

systems” to control the use of digital information originated with The Orange

Book, and that he did not invent any of the three “integrities” required by the

claims. Appx8344-8345(54:24-55:5), Appx8346(56:11-13). ContentGuard

contended that The Orange Book did not disclose “usage rights” and “behavioral

integrity,” Appx8276, but The Orange Book clearly disclosed “usage rights,” and

the other prior-art references presented at trial indisputably taught “behavioral

integrity,” rendering the claims obvious.

a. The Orange Book disclosed “usage rights,” including their

attachment to digital content, in “Requirements” 1 and 2. Appx8274, Appx8138.

Specifically, it disclosed that access to digital materials would be limited to select

persons given rights to “read, write, create, or delete information.” Appx8138,

Appx8274. Ward explained how the usage rights were attached to the content to

be controlled using “control labels” that identified specifically authorized “modes

of access.” Appx8274, Appx8316-8317(47:12-48:10).
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In rebuttal, ContentGuard’s expert, Goodrich, conclusorily stated that

defined security levels—“top secret, secret, and so on”—are not usage rights,

Appx8582(94:17-20), but he provided no rationale for his conclusion, and this

Court consistently has held that “the conclusory testimony of an expert witness …

cannot create an issue of fact if none otherwise exists.” Krippelz v. Ford Motor

Co., 667 F.3d 1261, 1269 (Fed. Cir. 2012); see also MobileMedia Ideas LLC v.

Apple Inc., 780 F.3d 1159, 1172 (Fed Cir. 2015); VirnetX, Inc. v. Cisco Sys. Inc.,

767 F.3d 1308, 1333 (Fed. Cir. 2014). Moreover, Goodrich ignored The Orange

Book’s teachings regarding specification of permitted “modes of access” (e.g.,

“read, write, create, or delete information,” Appx8138). By contrast, Ward pointed

to the following disclosure:

In order to control access to information stored in a computer,
according to the rules of a mandatory security policy, it must be
possible to mark every object with a label that reliably identifies the
object’s sensitivity level (e.g., classification), and/or the modes of
access accorded those subjects who may potentially access the object.

Appx8138 (emphasis added), Appx8274, Appx8316-8317(47:12-48:10). The

Orange Book’s attached labels identifying “the modes of access accorded those

subjects who may potentially access the object” easily satisfied the district court’s

definition of “usage rights.”

b. The Orange Book also disclosed repositories exhibiting the

three “integrities” required by the claims. As to “physical integrity,” Ward
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identified text in The Orange Book requiring strict control over access to informa-

tion, such as:

Requirement 3—IDENTIFICATION—Individual subjects must be
identified. Each access to information must be mediated based on
who is accessing the information and what classes of information they
are authorized to deal with. This identification and authorization
information must be securely maintained by the computer system . . . .

Appx8139, Appx8275, Appx8317(48:11-20); see also Appx8319(62:1-7) (pointing

to “Requirement 5—Assurance”). These disclosures clearly taught “preventing

access to information in a repository by a non-trusted system,” as required by the

district court’s construction.

The Orange Book also disclosed “communications integrity,” which the

district court defined to mean that a trusted system “only communicates with other

devices that are able to present proof that they are trusted systems, for example, by

using security measures such as encryption, exchange of digital certificates, and

nonces.” Appx20-21. The Identification and Assurance Requirements addressed

this as well, explaining that security measures such as encryption must be used to

ensure that the trusted systems are secure. Appx8139, Appx8317-8319(48:11-20,

61:21-62:7), Appx8275.

ContentGuard did not specifically dispute that The Orange Book taught

“physical integrity” and “communications integrity,” instead stating generally that

the Book did not possess all three “integrities.” Appx8584(94:7-14). Content-
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Guard’s only specific argument involved “behavioral integrity,” which the district

court construed to mean “requiring software to include a digital certificate in order

to be installed in the repository.” Appx23. But although The Orange Book did not

expressly describe “a signed digital message that attests to the identity of the

possessor,” Stefik conceded that he did not invent this integrity, and Content-

Guard’s expert, Goodrich, acknowledged that all three integrities, including

behavioral integrity, were known in the art at the time of invention. Appx8343-

8344(53:19-54:16), Appx8593-8594(131:22-132:14). Moreover, other references

presented at trial (e.g., the Harn and CNI Proceedings references) explicitly taught

to check for digital certificates before installing software, and skilled artisans were

motivated to combine those well-known, well-understood teachings to enhance the

security of the trusted systems described in The Orange Book.

Harn was a 1992 publication entitled “A Software Authentication System for

the Prevention of Computer Viruses.” Appx8347-8350. It expressly disclosed

verifying a digital certificate/“signature” before installing software:

A software authentication system is proposed in this paper, in which
users can verify the signatures of a program when first acquired from a
software vendor. Through such authentication, suspicious programs can
be filtered out and the risk of virus infections can be reduced.

Appx8350 (emphasis added), Appx8279. As Ward testified, skilled artisans would

have been motivated to combine Harn with The Orange Book because both were

publications in the same field addressing the same problem of how to assure the
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security of computer systems, including secure transfer and use of digital content

on those systems. Appx8328-8329(71:13-72:7).

ContentGuard presented no rebuttal. Goodrich’s entire testimony on this

combination—and all of Defendants’ other obviousness combinations—was as

follows:

Q: And do you recall hearing Mr. Ward also express some
opinions where he used some additional prior art references in
combination with The Orange Book? …

A: Yes, sir.

Q: And what is your view about whether or not those combinations
of The Orange Book with the other references are sufficient to
prove the claims of Dr. Stefik’s patents that are invalid?

A: Each of the combinations that he identified still would not be
rendering obvious the Stefik patents, even in those
combinations, each one.

Appx8585-8586(97:25-98:11). That blanket, conclusory statement could not and

did not create a genuine issue of fact. See MobileMedia, 780 F.3d at 1172; Sitrick

v. Dreamworks, LLC, 516 F.3d 993, 1001 (Fed. Cir. 2008).

The same CNI Proceedings book that included the Griswold article also

included a chapter entitled “Dyad: A System for Using Physically Secure Copro-

cessors.” Appx8356-8387. Like Harn, the Dyad chapter expressly taught to check

a digital certificate/“signature” before installing software, explaining that “[t]he

host integrity problem can be partially ameliorated by guaranteeing that all pro-

grams have been inspected and approved by a trusted authority,” and that “a secure
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coprocessor verifies the system software by checking the software’s signature.”

Appx8326(69:1-11), Appx8362, Appx8280. As Ward testified, an ordinarily

skilled artisan would have been motivated to combine the Dyad chapter with The

Orange Book because both were “about systems that keep things safe … and about

things you do to keep things secure, to make sure that your computer system is

secure.” Appx8328-8329(71:13-72:7). Again, ContentGuard presented no specific

contrary evidence.

This Court should therefore reverse the district court’s denial of Defendants’

motion for JMOL of invalidity and direct entry of judgment of invalidity of the

Stefik patent claims. At a minimum, a new trial on validity is warranted because

the great weight of the evidence on this issue favored Defendants. See Wi-Lan,

Inc. v. Apple Inc., 811 F.3d 455, 461 (Fed. Cir. 2016).

3. The Meta-Rights Patent Claim Is Invalid Over The
Prior-Art Stefik ’980 Patent

The “Meta-Rights” patent” is so called because it discusses rights governing

rights, e.g., the right to sublicense. Appx373(5:22-23). But the sole asserted claim

of that patent (claim 1) was anticipated by, or at least obvious in view of, the prior-

art Stefik ’980 patent, Appx8499-8542, which disclosed a “system for controlling

use and distribution of digital works.” Appx8499(Abstract), Appx8515(3:51-52).

The Meta-Rights patent incorporates by reference Stefik ’980 and four

related prior Stefik patents for their disclosures of usage rights, repositories,
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authentication, authorization, rights specification, rights verification, and rights

enforcement. Appx371(1:49-56, 2:37-45). Purporting to build on those patents,

the Meta-Rights Patent describes the shortcoming of “[k]nown DRM systems” as

the inability “to prescribe rights and conditions for all participants along a content

distribution and usage chain.” Appx371(2:46-62). The Meta-Rights patent

addresses this shortcoming by employing “meta-rights” and “state variables”

indicating the status of those rights.

At trial, Defendants presented expert testimony establishing that Stefik ’980

disclosed every element of the asserted claim. Appx8336-8339(79:23-82:17),

Appx8297-8304. In response, ContentGuard’s expert, Martin, suggested that

Stefik ’980 did not disclose “meta-rights” and “state variables.” But Stefik ’980

disclosed both of these concepts, and no reasonable jury could find otherwise.

a. The district court construed “meta-right” to mean “a right that,

when exercised, creates or disposes of usage rights (or other meta-rights) but that is

not itself a usage right because exercising a meta-right does not result in action to

content.” Appx108. According to the Meta-Rights patent, “Meta-rights provide a

mechanism for permitting the transfer of rights from one party to next party in a

content distribution chain.” Appx377(13:7-9). “Meta-rights can be thought of as

usage rights to usage rights.” Appx373(5:24).
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Stefik ’980 disclosed this by expressly describing a “Next-Set-of-Rights”

allowing a content creator to specify the rights available to a second user, such as

rights to play, loan, and/or copy content. Appx8337-8338(80:1-81:9),

Appx8519(11:54-57), Appx8299-8301. Stefik ’980 explained how to specify a

Next-Set-of-Rights using “Add,” “Delete,” and “Replace” “grammar elements”:

Grammar element 1509 “Next-Set-of-Rights: = {(Add: Set-Of-
Rights)} {Delete: Set-of-Rights)}{(Replace: Set-Of-Rights)}[Keep:
Set-Of-Rights)}” defines how rights are carried forward for a copy of
a digital work. … [T]he set of rights for the next copy can be
specified. Versions of rights after Add: are added to the current set of
rights. Rights after Delete: are deleted from the current set of rights.
If only right codes are listed after Delete:, then all versions of rights
with those codes are deleted. Versions of rights after Replace:
subsume all versions of rights of the same type in the current state of
rights.

Appx8523(20:55-67 (emphasis added)); see also Appx8301, Appx8337-

8338(80:14-81:9).

Like the Meta-Rights patent, Stefik ’980 recognized that “it would be

desirable to provide flexibility in how the owner of a digital work may allow it to

be distributed,” including, for example, to “allow the lending of a purchased work”

or “to permit copying the work for a fee.” Appx8514(2:58-65). To address this

functionality, Stefik ’980 described how, “when a digital work is copied, trans-

ferred or loaned, a ‘next set of rights’ can be specified.” Appx8519(11:54-55).

This is precisely what “meta-rights” are and do. See Appx371(2:49-52) (Meta-

Rights patent asserting that meta-rights should exist because “content along with
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its associated usage rights and conditions has no means to be legally passed on to a

next recipient in a distribution chain”).

ContentGuard’s expert, Martin, testified that the Next-Set-of-Rights of

Stefik ’980 did not qualify as meta-rights because they were “something that you

can only get to by exercising a usage right, like copy or like transfer. And in

exercising those usage rights, you necessarily perform an action to content, like

copying or transferring the content.” Appx8573(67:17-25). But Martin did not

point to any part of Stefik ’980 to support his opinion, and his opinion is flatly

contradicted by the portions of Stefik ’980 cited by Ward, including the portion

quoted above, which describes the Next-Set-of-Rights as defining “how rights are

carried forward for a copy of a digital work,” with no requirement that their

exercise result in action to content. Appx8301. In fact, Stefik ’980 made clear that

the Next-Set-of-Rights could be exercised before transfer to the next recipient:

“Before transporting the digital work, any specified changes to the set of usage

rights in the copy are attached to the copy of the digital work,” Appx8515(4:21-

23), squarely refuting Martin’s testimony that contemporaneous action to content

was required to exercise a Next-Set-of-Rights.

At a minimum, Stefik ’980 rendered the “meta-rights” limitation obvious.

As Ward explained, there were only two options for sending a Next-Set-of-Rights

to a recipient: (1) send the Next-Set-of-Rights together with the content, which
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Martin contended would result in “action to content,” or (2) send the Next-Set-of-

Rights separate from the content. Appx8338-8339(81:22-82:12), Appx8303.

Martin admitted that a skilled artisan could send the Next-Set-of-Rights separately

from the content pursuant to the disclosure of Stefik ’980. Appx8576(72:19-23).

Such a “finite number of identified, predictable solutions” justifies a “legal

conclusion that the result, when expected, is the product not of innovation but of

ordinary skill and common sense.” Geo. M. Martin Co. v. Alliance Mach. Sys.

Int’l LLC, 618 F.3d 1294, 1302 (Fed. Cir. 2010) (following KSR Int’l Co. v.

Teleflex Inc., 550 U.S. 398, 421 (2007)).

b. The asserted claim also requires that “at least one state variable

identifies a location where a state of rights is tracked.” Appx380(20:60-62). The

district court construed “state variable” to mean “a variable having a value, or

identifying a location at which a value is stored, that represents the status of an

item, rights, license, or other potentially dynamic conditions.” Appx116. For

example, if a license requires that the digital work must be printed within thirty

days, the state variable “can be used to track the expiration of thirty days.”

Appx373(5:42-59).

Stefik ’980 explicitly disclosed the use of “state variables” in Table 1, which

showed “Copies-in-Use,” “Loan Period,” and “Remaining Time” variables

tracking the status of granted rights. Appx8518-8519(Table 1), Appx8302,
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Appx8338(81:10-20), see also Appx8518(10:29-33) (“The status information field

1002 will contain information relating to the state of a right and the digital work.

Such information is indicated below in Table 1.”). In rebuttal, Martin suggested

that Table 1 was inadequate because it did not specify a location. Appx8574-

8575(68:18-69:4). But on cross-examination he admitted that the system disclosed

in Stefik ’980 must have a location to track the state variables. Appx8578-

8579(74:20-75:9) (admitting that “Copies-in-Use” is an example of a state variable

disclosed in Stefik ’980, and that the copy counter “certainly is kept in a location”).

A reasonable jury thus had to find that this element was at least inherently

disclosed in Stefik ’980.

Because the evidence required a reasonable jury to render a verdict of

invalidity, this Court should direct JMOL of invalidity of the Meta-Rights patent

claim. At a minimum, the great weight of the evidence on this issue favored

Defendants, warranting a new trial on invalidity.

C. The District Court’s Erroneous Privilege Ruling Warrants A New
Trial On Invalidity Because The Improperly Withheld Documents
Would Show That Claim Elements Were Present In Prior Art
And Contradict The Testimony Of ContentGuard’s Witnesses

Finally, Defendants are entitled to a new trial on invalidity because the

district court abused its discretion in allowing ContentGuard to withhold important

documents based on attorney-client privilege without providing any substantive

basis for deeming privileged documents that were prepared neither by nor for
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attorneys. Appx7533. That error was highly prejudicial because Defendants

would have used the documents to establish the presence of claim elements in the

prior art (including the Griswold references and The Orange Book) and to impeach

ContentGuard’s witnesses’s testimony regarding invalidity.

During discovery, third-party Xerox, which employed Stefik at the time of

the alleged invention, produced 29 pages of notes authored by Stefik in response to

a subpoena issued by Google. The notes reflected Stefik’s belief that elements

described in his patent applications were described in specific prior art, including

The Orange Book. Appx4474, Appx7539-7540. Stefik was not a lawyer, the

document was not created at the request of a lawyer, and the document did not

include or reflect any request for legal advice or any legal advice actually received.

Nevertheless, during Stefik’s deposition, ContentGuard’s counsel “clawed back”

the document as attorney-client privileged when defense counsel began to question

Stefik about it. Appx4209-4210(335:8-340:16).

During discovery, Xerox also gave ContentGuard documents described as

“inventor notes” from 1993-1994, but ContentGuard refused to produce them to

Defendants.6 Although none of these documents had any identified attorney author

6 Tellingly, Xerox did not claim privilege for any of the documents at issue, and
ultimately stated that it took no position on this issue. Appx3832. At
ContentGuard’s request, Xerox produced the documents to ContentGuard, which
then withheld the documents. Id.
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or recipient, ContentGuard withheld them on grounds of attorney-client privilege.

Appx4162-4172, Appx4174-4179.

ContentGuard similarly withheld “invention proposals” and related

documents from 1993-1994 based on attorney-client privilege even though those

documents were prepared by the inventors for review by the Xerox PARC

Technical Advisory Panel (“TAP”). Appx4191(22:3-9), Appx4185, Appx4215,

Appx4195. No attorneys or patent agents were members of TAP. Appx7493-

7494. Invention proposals were submitted to TAP not to obtain legal advice, but

for TAP to make business evaluations of whether a proposed invention was

technologically, competitively, and commercially worth pursuing. Appx4182-

4183(18:15-23:10). TAP rated the business value of the proposals on a scale of

zero to five. Appx4182(20:17-20), Appx4479, Appx4183(21:3-19). TAP acted as

gatekeeper, “filtering out invention proposals [to select those] they think are going

to be highly valuable and need to be patented [from] the ones that we don’t need to

waste our time on.” Appx4191(22:2-18). Only after TAP found that a proposal

was worth pursuing were the proposals and related documents sent to patent

attorneys. Appx4479, Appx4183(21:3-23:10).

Because there was no basis for ContentGuard’s assertion of attorney-client

privilege, Google filed a motion in the Northern District of California (where

Xerox is located) to compel Xerox to produce the withheld documents. No. 5:15-

Case: 16-2430      Document: 49     Page: 89     Filed: 12/21/2016



70

mc-80101 (N.D. Cal.). ContentGuard responded with a motion for a protective

order in the district court presiding over this case, which asserted jurisdiction over

the issue. ContentGuard produced the documents for in camera inspection and, at

the court’s request, identified the members of the TAP Panel and whether they

were attorneys. Appx7493-7496. ContentGuard confirmed that TAP was com-

prised of “scientists” employed by Xerox PARC, and conceded that “PARC

lawyers and patent agents … were not members of the TAP panels.” Appx7494

(emphasis added).

Nevertheless, the district court ruled—in a summary order, with no explan-

ation—that the documents were covered by attorney-client privilege. Appx7533.

Defendants filed an offer of proof for the clawed-back inventor notes during trial.

Appx7538-7542.

This Court should now hold that the district court’s unexplained ruling was

wrong. Application of attorney-client privilege is decided on a case-by-case basis

with the party asserting the privilege bearing the burden to show that it applies. In

re Queen’s Univ. at Kingston, 820 F.3d 1287, 1301 (Fed. Cir. 2016); In re Spal-

ding Sports Worldwide, Inc., 203 F.3d 800, 805 (Fed. Cir. 2000); Hodges, Grant &

Kaufmann v. United States, 768 F.2d 719, 721 (5th Cir. 1985). In reviewing

privilege rulings, this Court reviews the application of legal principles de novo. In

re Avantel, S.A., 343 F.3d 311, 318 (5th Cir. 2003); Spalding, 203 F.3d at 803.
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To invoke the attorney-client privilege, a party must demonstrate that there

was a communication between client and attorney that was intended to be, and was

in fact, kept confidential and was made for the purpose of obtaining or providing

legal advice. Fisher v. United States, 425 U.S. 391, 403 (1976). The privilege is

construed narrowly and applied only when necessary to achieve its limited purpose

of encouraging “clients to make full disclosure to their attorneys.” Id. (emphasis

added). “[S]ince the privilege has the effect of withholding relevant information

from the fact-finder, it applies only where necessary to achieve its purpose.” Id.

In determining whether the privilege applies to a particular communication, “the

central inquiry is whether the communication is one that was made by a client to an

attorney for the purpose of obtaining legal advice or services.” Spalding, 203 F.3d

at 805.

Here, the evidence presented to the district court did not permit a finding of

privilege as to the inventor notes and invention proposals themselves (as opposed

to any communications in which those documents may later have been sent to

attorneys). The withheld “notes” were created by Stefik for personal use.

Appx4209-4210(335:8-340:16). They were not kept or created at the request of, or

for provision to, attorneys. ContentGuard admitted that the notes themselves were

not communications to attorneys, and its privilege logs did not identify any attor-

ney recipients. Appx4162-4172, Appx4174-4179. Stefik’s declaration confirmed
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his deposition testimony that in October 1994—the date the notes bear, and a

month before any patent applications were filed—he was “writing [things] in terms

of invention ideas that probably evolved a bit before [he] thought they were ready

to ship off to” an attorney. Appx4209(336:3-7), Appx4446 ¶ 10.

The invention proposals similarly were not created for communication to

attorneys; they were created for submission to and review by TAP, a body of non-

lawyer scientists. Appx4444 ¶ 5. TAP discussed “matters related to patentability”

and “whether the invention(s) discussed in the invention proposal(s) were likely to

be impactful in the marketplace,” Appx4445 ¶ 6, and assigned a grade to each

proposal to reflect “the TAP panels’ [not attorneys’] assessment of the legal merits

of the invention and its business potential.” Id. ¶ 7 (emphasis added). Attorneys

provided no input to the “assessment of the legal merits,” as only high-scoring

proposals were ultimately forwarded to attorneys for further processing. Thus, as

provided to TAP, the invention proposals were used to further business decisions,

not as communications “to an attorney ‘for the purpose of securing primarily legal

opinion, or legal services, or assistance in a legal proceeding.’” Spalding, 203 F.3d

at 805 (emphasis added).

Even if some versions the invention proposals or Stefik’s notes eventually

were sent to an attorney, the original documents were not attorney-client privi-

leged. See Spalding, 203 F.3d at 805; see also Fisher, 425 U.S. at 403 (permitting
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discovery of pre-existing documents transferred to an attorney); Upjohn Co. v.

United States, 449 U.S. 383, 395 (1981) (the “privilege only protects disclosure of

communications,” not underlying facts); United States v. Defonte, 441 F.3d 92, 96

(2d Cir. 2006) (“A rule that recognizes a privilege for any writing made with an

eye toward legal representation would be too broad.”). The district court’s cursory

ruling that the withheld inventor notes and invention proposals were privileged was

thus unsupported and legally erroneous.7

The withholding of these documents prejudiced Defendants’ invalidity

defense, as Defendants would have used them to show the inventors’ own recog-

nition that disputed claim limitations were taught in specific prior-art references

such as The Orange Book. Had the inventor notes and invention proposals been

produced, Defendants also could have exposed the falsity of trial testimony by

Stefik, Goodrich, and Martin that the prior art did not disclose certain claim

elements. Moreover, any remand would reopen issues that the district court

deemed moot in view of the judgment, including Defendants’ inequitable conduct

defense (as well as Defendants’ laches defense). The contemporaneous inventor-

penned notes and proposals recognize the importance of prior-art references that

7 Defendants are moving for an in camera inspection by this Court so that it can
confirm that the documents contain no attorney-client communications.
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were never disclosed during prosecution, and are thus key evidence regarding

inequitable conduct.

This Court should therefore reverse the district court’s order granting a

protective order regarding these documents, direct ContentGuard to produce them

and submit to discovery about them, and direct the district court to hold a new trial

at which Defendants may offer them.

CONCLUSION

The judgment of noninfringement should be affirmed. If not, the judgment

of non-invalidity should be reversed or vacated.
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
 
CONTENTGUARD HOLDINGS, INC., 
 

Plaintiff, 
 
 v. 
 
GOOGLE, INC., 
 

Defendant. 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

 Case No. 2:14-CV-61-JRG 

 
MEMORANDUM OPINION AND ORDER 

 Before the Court are the following motions filed by Plaintiff ContentGuard Holdings, Inc. 

(“ContentGuard”) and Defendants Google, Inc., HTC America, Inc., HTC Corporation, Huawei 

Device USA, Inc., Huawei Technologies Co., Ltd., Motorola Mobility LLC, Samsung 

Electronics Co., Ltd., and Samsung TeleCommunications America, LLC (collectively, 

“Defendants”): (1) ContentGuard’s Motion for Judgment as a Matter of Law with Respect to the 

Google-Samsung Trial or, in the Alternative, for a New Trial (Dkt. No. 4001; Dkt. No. 1038 in 

Case No. 2:13-cv-1112); (2) Defendants’ Motion for Judgment of Invalidity as a Matter of Law 

Pursuant to Federal Rule of Civil Procedure 50(b), and in the Alternative, Request for a New 

Trial Pursuant to Federal Rule of Civil Procedure 49 (Dkt. No. 397; Dkt. No. 1034 in Case No. 

2:13-cv-1112); (3) Defendants’ Conditional Motion for Bench Trial on Defendants’ Inequitable 

Conduct Defenses (Dkt. No. 396; Dkt. No. 1032 in Case No. 2:13-cv-1112); and (4) Google’s 

Motion for Judgment of Laches (Dkt. No. 394; Dkt. No. 1038 in Case No. 2:13-cv-1112).  For 

the reasons set forth below, the Court finds that each of these motions should be DENIED. 

                                                            
1 Unless otherwise indicated, references to the docket are for Case No. 2:14-cv-61. 
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I. BACKGROUND 

The Court held a jury trial in this case and the jury returned a unanimous verdict on 

September 23, 2015, that Defendants had not infringed United States Patents Nos. 6,963,859 

(“the ’859 Patent”), 7,523,072 (“the ’072 Patent”), 8,370,956 (“the ’956 Patent”), and 8,393,007 

(“the ’007 Patent”) (collectively, the “Trusted Repository Patents” or “Stefik Patents”); and 

8,001,053 (“the ’053 Patent”) (the “Meta Rights Patent,” “Nguyen/Chen Patent,” or “Nguyen 

Patent”) (all, collectively, “the patents-in-suit”). The jury also found that Defendants had not 

proved that ContentGuard’s patents were invalid. ContentGuard and Defendants now uniformly 

assert that, in the approximately 36 hours of testimony and evidence presented at trial, the jury 

did not have sufficient evidence for its findings. The Court disagrees. 

II. APPLICABLE LAW 

Upon a party’s renewed motion for judgment as a matter of law following a jury verdict, 

the Court asks whether “the state of proof is such that reasonable and impartial minds could 

reach the conclusion the jury expressed in its verdict.” Fed. R. Civ. P. 50(b); Am. Home Assur. 

Co. v. United Space Alliance, 378 F.3d 482, 487 (5th Cir. 2004). “The grant or denial of a 

motion for judgment as a matter of law is a procedural issue not unique to patent law, reviewed 

under the law of the regional circuit in which the appeal from the district court would usually 

lie.” Finisar Corp. v. DirectTV Group, Inc., 523 F.3d 1323, 1332 (Fed. Cir. 2008). “A JMOL 

may only be granted when, ‘viewing the evidence in the light most favorable to the verdict, the 

evidence points so strongly and overwhelmingly in favor of one party that the court believes that 

reasonable jurors could not arrive at any contrary conclusion.’” Versata Software, Inc. v. SAP 

Am., Inc., 717 F.3d 1255, 1261 (Fed. Cir. 2013) (quoting Dresser-Rand Co. v. Virtual 

Automation, Inc., 361 F.3d 831, 838 (5th Cir. 2004)).   
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Under Fifth Circuit law, a court is to be “especially deferential” to a jury’s verdict, and 

must not reverse the jury’s findings unless they are not supported by substantial evidence. 

Baisden v. I’m Ready Productions, Inc., 693 F.3d 491, 499 (5th Cir. 2012). “Substantial evidence 

is defined as evidence of such quality and weight that reasonable and fair-minded men in the 

exercise of impartial judgment might reach different conclusions.” Threlkeld v. Total Petroleum, 

Inc., 211 F.3d 887, 891 (5th Cir. 2000). A motion for judgment as a matter of law must be denied 

“unless the facts and inferences point so strongly and overwhelmingly in the movant’s favor that 

reasonable jurors could not reach a contrary conclusion.” Baisden 393 F.3d at 498 (citation 

omitted). However, “[t]here must be more than a mere scintilla of evidence in the record to 

prevent judgment as a matter of law in favor of the movant.” Arismendez v. Nightingale Home 

Health Care, Inc., 493 F.3d 602, 606 (5th Cir. 2007). 

In evaluating a motion for judgment as a matter of law, a court must “draw all reasonable 

inferences in the light most favorable to the verdict and cannot substitute other inferences that 

[the court] might regard as more reasonable.” E.E.O.C. v. Boh Bros. Const. Co., L.L.C., 731 F.3d 

444, 451 (5th Cir. 2013) (citation omitted). However, “[c]redibility determinations, the weighing 

of the evidence, and the drawing of legitimate inferences from the facts are jury functions, not 

those of a judge.”  Reeves v. Sanderson Plumbing Prods., Inc., 530 U.S. 133, 150 (2000). “[T]he 

court should give credence to the evidence favoring the nonmovant as well as that ‘evidence 

supporting the moving party that is uncontradicted and unimpeached, at least to the extent that 

that evidence comes from disinterested witnesses.’” Id. at 151 (citation omitted). 

III. ANALYSIS 

To prove infringement under 35 U.S.C. § 271, a plaintiff must show the presence of 

every element, or its equivalent, in the accused product or service.  Lemelson v. United States, 
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752 F.2d 1538, 1551 (Fed. Cir. 1985).  First, the claim must be construed to determine its scope 

and meaning; and second, the construed claim must be compared to the accused device or 

service.  Absolute Software, Inc. v. Stealth Signal, Inc., 659 F.3d 1121, 1129 (Fed. Cir. 2011) 

(citing Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15 F.3d 1573, 1576 (Fed. Cir. 1993)). “A 

determination of infringement is a question of fact that is reviewed for substantial evidence when 

tried to a jury.” ACCO Brands, Inc. v. ABA Locks Mfr. Co., 501 F.3d 1307, 1311 (Fed. Cir. 

2007).   

An issued patent is presumed valid. 35 U.S.C. § 282; Fox Grp., Inc. v. Cree, Inc., 700 

F.3d 1300, 1304 (Fed. Cir. 2012).  Samsung has the burden to show by clear and convincing 

evidence that the asserted claims were anticipated by or obvious over the prior art. Microsoft 

Corp. v. i4i Ltd. P’ship, 131 S. Ct. 2238, 2242 (2011).  To prevail on judgment as a matter of 

law, moreover, Samsung must show that no reasonable jury would have a legally sufficient 

evidentiary basis to find for the Plaintiff. FED. R. CIV. P. 50. “Generally, a party seeking to 

invalidate a patent as obvious must demonstrate by clear and convincing evidence that a skilled 

artisan would have had reason to combine the teaching of the prior art references to achieve the 

claimed invention, and that the skilled artisan would have had a reasonable expectation of 

success from doing so.” In re Cyclobenzaprine Hydrochoride, 676 F.3d 1063 (Fed. Cir. 2012) 

(internal quotation marks omitted). 

A. Infringement of the Patents-In-Suit 

ContentGuard argues that the Court should enter judgment of infringement as a matter of 

law because Defendants “failed to present a meritorious non-infringement defense” and instead 

“misled the jury to a verdict of non-infringement by repeatedly urging arguments the Court had 

already rejected in its Markman and other pre-trial orders.” (Inf. JMOL at 1.) More specifically, 
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ContentGuard argues that because “there is no dispute concerning the structure or operation of 

the accused device, . . . the issue of whether the claim language reads on the device is purely one 

of claim construction properly resolved by the Court.” See (id. at 5.) Further, ContentGuard 

argues that because all of Defendants’ noninfringement arguments “were contrary to the Court’s 

Markman and Daubert Orders, and thus legally incorrect,” the Court should enter judgment of 

infringement as a matter of law. See (id. at 6.)  

For example, ContentGuard asserts that Defendants’ argument that the content and the 

usage rights must travel together was inconsistent with both the Court’s Markman and Daubert 

orders rejecting the idea of “permanent” attachment. (Id. at 6–10.) Similarly, ContentGuard 

claims that “non-infringement argument Defendants advanced based on the file-moving 

experiments performed by Dr. Clark[, Defendants’ technical expert] should also be rejected” 

because, “as a matter of law, copying and moving encrypted content is not the same as 

‘access[ing]’ the content.” See (id. at 10–12.) ContentGuard also argues that Defendants’ “file-

moving defense” violated the Court’s Daubert order, which prohibited argument that the three 

integrities must be maintained “at all times.” (Id. at 11.) Finally, ContentGuard argues that 

because books and movies are data, rather than software, Defendants’ argument that movie and 

book files are downloaded from the Google Play store without digital certificates and thus their 

products lack “behavioral integrity” is incorrect. See (id. at 11–13.) 

In the alternative, ContentGuard argues that new trial should be ordered because 

“Defendants’ conduct clearly violated the Court’s Markman and Daubert orders,” Defendants 

unfairly used the Court’s Daubert order to create alleged inconsistencies in ContentGuard’s 

positions, and “that the Court erred when it permitted Defendants to pursue a ‘practicing the 

prior art’ defense before the jury.” (Id. at 13–18.) 
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Defendants respond by first arguing that “ContentGuard admits that Defendants never 

expressly violated the Court’s claim construction and Daubert orders, but argues that Defendants 

implicitly argued to the jury that the attachment of usage rights must be permanent.” See (Dkt. 

No. 451, “Inf. JMOL Resp.”, at 3.) Further, Defendants argue that “Defendants never suggested 

to the jury that attachment must be permanent,” but rather “Defendants’ evidence addressed how 

to apply the Court’s constructions to the accused Google Play system.” (Id. at 3, 5–13) 

Defendants also argue that “the Court already determined that the application of its ‘attached or 

treated as attached’ construction for ‘usage rights’ was a fact question for the jury, [that] 

ContentGuard agreed with the Court on this point,” that “ContentGuard failed to object on this 

basis on the record at trial when the complained-of evidence was introduced,” and that the 

Court’s construction required that “attachment” be more than mere “association.” See (id. at 3–5, 

14–23.)  

As to the factual issue of whether the Google Play system uses “usage rights,” 

Defendants argue that they “presented substantial and compelling evidence to the jury.” (Id. at 

4.) For example, Dr. Clark, Defendants’ technical expert, testified as follows regarding a test he 

performed on the accused devices: 

Question: And, sir, can you please describe the demonstration that you did 
with those phones in order to come to your opinions in this case? 

Answer: Sure. So the -- the test that I performed was that I took Device 1, 
this device (indicating), and I purchased a movie on it as a user. And then 
on this device, I rented a movie -- the same movie as a different user. And 
then I downloaded the movie files, and then I deleted the movie file from 
this file -- from the rental device and transferred the purchased movie to 
the rental device. And then when I played it on the rental device, it was 
still treated as a rental, and that told me that the usage rights from the 
purchased movie were not attached and were not transferred when I 
copied it over. 

(9/21/2015 P.M. Trial Tr. (Clark), Dkt. No. 440, at 78:1–16.) Dr. Clark then testified as follows 
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about the implication of the test results to an infringement analysis: 

Question: And, sir, what did you conclude from that demonstration? 

Answer: That the system could not be understood to be treating the license 
and the content as attached if I could move them around independently 
and have different usage conditions associated with each device in the 
same file. 

(Id. at 84:18–23.)  

In regard to the issue of “physical integrity,” Defendants assert that (1) “Dr. Clark 

presented evidence of testing he performed that showed that the accused Google Play apps did 

not exhibit physical integrity,” including manipulating purchased content on the accused devices, 

and (2) ContentGuard did not even address Dr. Clark’s testimony that Google Play’s support of 

“removable memory prevents the accused devices from maintaining physical security, [and thus] 

the accused system lacked physical integrity.” (Inf. JMOL Resp. at 23–25.) Defendants further 

assert that “Defendants never contended that physical integrity must be present at all times, and 

ContentGuard does not point to any such evidence or argument.” (Id. at 26–28.) Defendants 

argue that, in fact, ContentGuard’s own witnesses’ testimony confirmed that Defendants’ 

explanation of the “physical integrity” limitation was correct. (Id. at 26–29.)  

As to “behavioral integrity,” Defendants argue that “Defendants presented both testimony 

and documentary evidence showing that Google Play digital content (movies, TV, and books) is 

“software” and that “much of this evidence was from the Stefik patents and Dr. Stefik himself.” 

(Id. at 31–34.) Further, Defendants argue “[a]lthough ContentGuard suggested to the jury that the 

explicit inclusion of digital content files in the definition of ‘software’ in language in both the 

patents and the glossary definitions of Dr. Stefik’s article was merely ‘metaphorical,’ the jury 

was entitled to disbelieve this argument.” (Id. at 33–34.) Finally, Defendants argue (1) that the 

Court had previously considered and rejected ContentGuard’s argument that Google Play digital 
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content can be “software” as used in the patents-in-suit and (2) ContentGuard failed to object 

during trial to this evidence. (Id. at 38.)  

As to ContentGuard’s arguments regarding the alleged “practicing the prior art” defense, 

Defendants first argue that “ContentGuard points to no argument by Defendants that the accused 

Google Play system did not infringe because it practiced the prior art.” (Id. at 39.) Defendants 

argue that, in fact, they “did not claim that they practiced the prior-art Griswold system, but 

rather that they practiced a license server system similar to the Griswold system, which Dr. 

Stefik himself had distinguished from his trusted system with attached usage rights.” (Id.) For 

example, Dr. Clark testified as follows regarding the “license server” approach and the Stefik 

approach: 

Question: Sir, what are you showing in this slide?  

Answer: This is actually a ContentGuard presentation in which there 
appear to be -- distinguishing the trusted system, that is the system where 
the -- the user devices are trusted from what they show as a conventional 
DRM design using a license server.  

Question: And, sir, which of these ContentGuard documents shows, in 
your view, the license server approach?  

Answer: The one on the left that has the license server in it.  

Question: And, sir, what does the slide on the right then show?  

Answer: The one on the right shows that the retailer next to the publisher 
is going to attach rights and conditions, basically he’s going to package 
the digital work, the protected content with those things before it goes to 
the consumer.  

Question: And in which of these is the license attached to the content in 
your view?  

Answer: In the trusted system approach.  

Question: And, sir, does one of these slides correspond to the Griswold 
license server system, in your view?  

Answer: Sure. Griswold is kind of a classic license server DRM system.  
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Question: And does one of these correspond to Dr. Stefik’s approach from 
his patent, in your view?  

Answer: Yes. I mean, you need trusted systems and you need those 
systems to have attached usage rights that accompany the works, and those 
are enforced by the devices, which is shown on the right.  

Question: And does -- does one of these diagrams correspond to what you 
understand Google’s Google Play and Google Play Books and Movies 
apps, what their system looks like?  

Answer: As -- as we’ve seen, the Google Play Movies and Books use the 
license server. 

(9/21/2015 P.M. Trial Tr. (Clark), Dkt. No. 440, at 99:15–100:22.) Defendants also argue that 

they “never argued to the jury that the scope of the patent claims was narrower because of the 

specification,” and “[i]nstead, Defendants argued that Google Play did not meet the Court’s 

construction of the claim terms ‘usage rights’ and ‘trusted’ repositories.” (Inf. JMOL Resp. at 

44–45.)  

First, the Court agrees with Defendants that their noninfringement arguments were within 

the scope of the Court’s prior orders. ContentGuard has already raised and the Court has 

previously addressed the claim construction issue in regard to “usage rights.” See, e.g., 

(9/15/2015 A.M. Trial Tr., Dkt. No. 428, at 6:13–24, 8:19–9:3, 16:16–23.) The Court declines to 

revisit that ruling. Further, the jury was properly instructed on the law, was free to judge the 

credibility of witnesses, and weigh all competing evidence. After consideration of the evidence 

presented at trial, including the tests that Dr. Clark performed on the accused devices, the jury 

found that Defendants had not infringed the patents-in-suit. See, e.g., (9/21/2015 P.M. Trial Tr. 

(Clark), Dkt. No. 440, at 78:1–16, 84:18–23.) The jury, acting under a preponderance of the 

evidence standard as to this disputed factual issue, unanimously reached a reasoned and 

supportable decision. Accordingly, the Court will not supplant the judgment of the jury. The 

Court does not find that no reasonable jury could have found that Defendants had not infringed 
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the patents-in-suit, and thus the Court must deny the motion for judgment as a matter of law on 

this issue.  

Furthermore, the issues raised by ContentGuard do not warrant a new trial. The Court 

does not find that Defendants presented a “practicing the prior art” defense. Instead, Defendants 

properly distinguished their system from the systems described in the patents-in-suit. Further, the 

Court properly and specifically instructed the jury that when answering the question of 

infringement, they were only to compare the accused products to the patent claims, and were 

never to compare the accused products to the prior art. See (9/23/2015 P.M. Trial Tr., Dkt. No. 

445, at 52:10–21.) The Court does not find that a new trial is warranted in this case. Accordingly, 

ContentGuard’s motion for judgment of infringement as a matter of law or, alternatively, a new 

trial is DENIED in all respects. 

B. Invalidity of the Patents-in-Suit 

Defendants request that the Court overturn the jury’s verdict and enter judgment that the 

patents-in-suit are invalid as obvious as a matter of law. (Dkt. No. 397, “Inv. JMOL,” at 3.) 

Defendants argue that “evidence presented at trial compelled a finding that the Asserted Claims 

of the Stefik Patents were anticipated by the DOD Orange Book, formally titled ‘Trusted 

Computer System Evaluation.’ ” (Id.) In particular, Defendants argue that ContentGuard only 

“disputed that two elements of the asserted Stefik Patent claims were disclosed in the DOD 

Orange Book: a ‘repository’/‘trusted’ system and ‘usage rights’ ” and that “[i]n view of the 

evidence presented, however, no reasonable jury could conclude that the DOD Orange Book did 

not teach these elements.” (Id.) Further, Defendants argue that the claims were obvious in view 

of the DOD Orange Book in combination with Harn or the CNI Proceedings Book or the Kahn 

and Cerf References. (Id. at 12–16.) Additionally, Defendants argue that they are obvious in 
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view of the Griswold patent publication and the CNI Proceedings. (Id. at 16–18.) Defendants 

also assert that the Meta-Rights patent is invalid in light of the ’980 patent. (Id. at 19–23.) 

Finally, Defendants argue that new trial is warranted because of attorney misconduct during 

closing argument. (Id. at 23–26.) 

In addressing the challenges to Mr. Ward’s testimony on the disclosure of the “trusted,” 

“repository,” and “usage rights” limitations in the DOD Orange Book, Defendants argue that Dr. 

Goodrich only gave conclusory testimony that the DOD Orange Book did not disclose these 

limitations as taught in the patents-in-suit. (Id.. at 4–12.) Similarly, Defendants argue that “Dr. 

Goodrich’s wholly conclusory statements [about the DOD Orange Book combinations] could not 

create a fact issue that the jury could determine against Defendants.” (Id. at 12–16.) As for 

ContentGuard’s criticism that Griswold “did not teach usage rights because the usage rights are 

never on the same device as the digital content,” Defendants argue that “[a] reasonable jury 

could not rely on this testimony to find against Defendants on invalidity because the Griswold 

references clearly disclosed that an alternative, off-line, embodiment was also possible, and that 

off-line embodiment did not involve datagrams repeatedly checking for authorization.” (Id. at 

16–19.) Additionally, Defendants argue that no reasonable jury could find that the Stefik ’980 

patent did not disclose the “meta-rights” and “state variable” elements through the ’980 patent’s 

discussion of “Next-Set-of-Rights” and “Digital Work State Information.” (Id. at 21–23) Finally, 

Defendants argue that certain comments made by ContentGuard’s attorney during closing were 

improper and prejudicial and thus new trial is warranted. (Id. at 23–26.) 

ContentGuard responds by arguing that “[a]s a threshold matter, JMOL should be denied 

because Defendants’ invalidity expert, Mr. Ward, failed to establish that the [DOD] Orange 

Book discloses a number of elements of the asserted claims.” (Dkt. No. 450, “Inv. JMOL Resp.,” 
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at 3–5.) Further, ContentGuard argues that “Mr. Ward failed to establish that the [DOD] Orange 

Book discloses any of the three integrities.” (Id. at 5–9 (emphasis in original)) For example, 

ContentGuard argues that “Mr. Ward admitted during direct-examination that the [DOD] Orange 

Book has no explicit disclosure of a digital certificate”: 

Question: Sir, I don’t see the words “digital certificate” anywhere on these 
pages; is that correct? 

Answer: That’s correct. 

(Id. at 5; 9/22/2015 A.M. Tr. (Ward), Dkt. No. 441, at 62:23–25.) ContentGuard also 

argues that “Mr. Ward provided no testimony and pointed to no disclosure in the [DOD] Orange 

Book that required the use of digital certificates” and that “Mr. Ward failed to establish that any 

of the prior art references teach digital certificates as required by the Court’s claim 

construction.” (Id. at 6–7, 10–12 (emphasis in original).) Additionally, ContentGuard argues that 

“Dr. Goodrich explained that the Orange Book discloses that software is installed after a months-

long process that involves ‘hands-on’ involvement with and testing of the source code” and that 

such a process is “completely different from the digital certificate required by the Court’s 

construction.” (Id. at 6.) Moreover, ContentGuard argues that Mr. Ward only provided 

conclusory testimony as to the disclosure of “communications integrity” and “physical integrity.” 

(Id. at 7–9.)  

In regard to the “usage rights,” ContentGuard asserts that Mr. Ward provided merely 

conclusory testimony that “modes of access” discloses the manner of use necessary for “usage 

rights,” while Dr. Goodrich provided specific testimony explaining why “usage rights” were not 

taught by the DOD Orange Book. (Id. at 9–10.) For example, Dr. Goodrich testified as follows 

regarding “usage rights”: 

Q. And why did you include this phrase for enforcing usage rights after 
the three integrities? 
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A. Because in -- in the Orange Book system, there isn’t usage rights the 
way the Court is construing this term. Instead, they have labels that come 
out to say, if it’s top secret, secret, and so on. And users, then -- not some 
other system where usage rights would be attached or treated as attached 
to content, but users themselves just get to say what they can do with it, 
based on the security clearance they have.  

(9/22/2015 A.M. Trial Tr. (Goodrich), Dkt. No. 442, at 94:15–24.) Similarly, in regard to the 

combination of Griswold and the CNI Proceedings Book, ContentGuard argues that “Mr. Ward 

failed to establish that the combination of the Griswold Patent Publication and Griswold’s 

chapter in the CNI Proceedings Book disclosed any of the three integrities in support of usage 

rights.” (Id. at 12–13.) Further, in regard to the Stefik ’980 patent, ContentGuard argues that 

“Mr. Ward merely asserted in conclusory fashion that the prior art disclosed a ‘meta-right’ and a 

‘state variable’ without ever stating whether or how the claim limitations were met.” (Id. at 14.) 

ContentGuard also notes that “the portion of Mr. Ward’s testimony cited by Defendants spans 

less than three pages, and does not even purport to cover the limitations recited in the asserted 

Meta-Rights Patent claim.” (Id.) Finally, in regard to the issue of attorney misconduct, 

ContentGuard argues that the comments made during closing were proper characterizations of 

the witness’s testimony and that the other alleged misconduct, to the extent it even occurred, 

related to infringement rather than invalidity. (Id. at 16–18.) 

After consideration of the evidence presented, including testimony from Mr. Ward 

admitting that the DOD Orange Book did not use the term “digital certificates,” the jury found 

that Defendants had not proved the patents-in-suit were invalid. See (9/22/2015 A.M. Tr. (Ward), 

Dkt. No. 441, at 62:23–25.) The jury reached a reasoned and supportable decision, and the Court 

does not find that no reasonable jury could have found that the patents-in-suit are valid. Further, 

the Court does not find that a new trial is warranted in this case. During oral argument on post-

trial motions, Defendants did not deny that any attorney misconduct that may have occurred was 
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substantially directed toward infringement, an issue on which Defendants prevailed, as opposed 

to invalidity. Thus, Defendants’ motion for judgment as a matter of law or, alternatively, for a 

new trial as to the validity of the patents-in-suit is DENIED. 

C. Motion for Judgment as to Laches and Motion for Bench Trial on 
Defendants’ Inequitable Conduct Defenses 

 
Defendants conditionally request a bench trial on their inequitable conduct defenses. 

(Dkt. No. 396 at 1.) Additionally, Google requests judgment that ContentGuard’s damages are 

limited due to laches. (Dkt. No. 394 at 1.) Both requests are predicated upon a finding of 

infringement. However, the jury in this case did not find infringement and awarded no damages. 

As explained above, the Court declines to overturn the jury’s verdict of non-infringement. 

Resultantly, the Court finds that both of these motions (Dkt. Nos. 396 and 394) should be and 

hereby are DENIED AS MOOT. 

IV. CONCLUSION 

For the reasons set forth above, the Court finds that the jury’s verdict of both 

noninfringement and validity should stand.  The jury’s verdict as a whole is supported by 

adequate evidence presented at trial, and it should not be disturbed.  Accordingly, 

ContentGuard’s Motion for Judgment as a Matter of Law with Respect to the Google-Samsung 

Trial or, in the Alternative, for a New Trial (Dkt. No. 400; Dkt. No. 1038 in Case No. 2:13-cv-

1112) and Defendants’ Motion for Judgment of Invalidity as a Matter of Law Pursuant to Federal 

Rule of Civil Procedure 50(b), and in the Alternative, Request for a New Trial Pursuant to 

Federal Rule of Civil Procedure 49 (Dkt. No. 397; Dkt. No. 1034 in Case No. 2:13-cv-1112) are 

DENIED. Further, after reviewing the motions and the arguments contained within, the Court 

finds that Defendants’ Conditional Motion for Bench Trial on Defendants’ Inequitable Conduct 

Defenses (Dkt. No. 396; Dkt. No. 1032 in Case No. 2:13-cv-1112); and Google’s Motion for 
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Judgment of Laches (Dkt. No. 394) are MOOT and they should be and are hereby DENIED as 

such.  

  

.

                                     

____________________________________
RODNEY  GILSTRAP
UNITED STATES DISTRICT JUDGE

So ORDERED and SIGNED this 8th day of July, 2016.
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

CONTENTGUARD HOLDINGS, INC., 

Plaintiff, 

v. 

AMAZON.COM, INC., et al., 

Defendants. 

v. 

GOOGLE, INC., 

Defendant. 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

Case No. 2:13-CV-1112-JRG 

Case No. 2:14-CV-61-JRG 

SUBSTITUTE ORDER 

The Court's previous Order (Dkt. No. 896 in -1112, Dkt. No. 333 in -61) is withdrawn 

and this Order is substituted in its place. This Substitute Order is made due to the Court's 

inadvertent exclusion of ContentGuard' s Exhibit No. PX-181 ("Amazon License"). 

The Court held a hearing on September 1, 2015 regarding outstanding motions and 

objections to exhibits by Plaintiff ContentGuard Holdings, Inc. ("ContentGuard") and 

Defendants Apple, Inc., Google, Inc., Samsung Electronics Co., Ltd., and Samsung Electronics 

America, Inc. (collectively, "Defendants"). 

This Substitute Order summarizes and memorializes the Court's rulings at that hearing: 

(1) ContentGuard's Daubert Motion to Exclude Portions of the Reports and 

Testimony of Dr. John P.J. Kelly (Dkt. No. 692 in -1112, Dkt. No. 238 in -61) is 

CARRIED. 
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(2) ContentGuard's Emergency Motion for Protective Order regarding invention 

proposals (including drafts) prepared by Dr. Stefik for the legal department of 

ContentGuard's predecessor, Xerox Corporation's Palo Alto Research Center 

("Xerox PARC") and documents summarizing meetings of the Xerox PARC 

technical advisory panels ("TAPs") is GRANTED. (Dkt. No. 478 in -1112, Dkt. 

No. 162 in -61.) After in-camera review, the Court finds that these documents are 

subject to attorney-client privilege. Accordingly, this motion is granted. 

(3) Apple's objection regarding ContentGuard Exhibit No. PX-1171, "[Excerpts] 

from book titled 'Steve Jobs,' W. Isaacson, New York, Simon & Schuster 

Paperbacks," is SUSTAINED. ContentGuard is precluded from admitting into 

evidence the designated excerpts from the Isaacson biography of Steve Jobs. 

(4) Apple's objection regarding ContentGuard Exhibit No. PX-1141, "Compilation of 

ContentGuard communications with Apple," and any pre-suit communications 

that are subject to any confidentiality or non-disclosure agreement between Apple 

and ContentGuard or its parent Pendrell Corporation, is OVERRULED. 

However, ContentGuard is ORDERED to redact such exhibits to the extent that 

they disclose the existence of the non-disclosure agreement. The parties may 

request that the Court seal the courtroom if testimony is presented that relates to 

the non-disclosure agreement. 

(5) Apple's Motion for a Trial Setting is TERMINATED AS MOOT as the Court 

has already set the case for jury selection on September 14, 2015 and such motion 

is otherwise DENIED. (Dkt. No. 875 in-1112.) 

-2-

Case: 16-2430      Document: 49     Page: 114     Filed: 12/21/2016



Appx007534

Case 2:14-cv-00061-JRG Document 335 Filed 09/04/15 Page 3 of 6 PagelD #: 19581 

(6) Defendants' Motion to Adopt Claim Construction Clarification as Part of Jury 

Instructions is DENIED WITHOUT PREJUDICE. (Dkt. No. 874 in -112, Dkt. 

No. 321 in -61.) The Court will consider relevant claim construction issues as 

they relate to final jury instructions at the appropriate time and as part of the 

Court's charge conference to be held after the close of evidence. 

(7) Defendants' objection regarding admission of ContentGuard's Exhibit No. PX-

181 ("Amazon License") is OVERRULED; PX-181 is pre-admitted as an 

exhibit. The Court SUSTAINS Defendants' objection to ContentGuard's Exhibit 

No. PX-182 ("Dozois Memorandum") and DENIES admission of the document 

as an exhibit. 

(8) Furthermore, Apple's Emergency Motion to Compel Production of Documents in 

Response to ContentGuard's August 19, 2015 Production of the Dozois 

Memorandum, and Proposed Supplemental Teece Report is DENIED AS MOOT 

in light of the Court's ruling on PX-182. (Dkt. No. 869 in -1112.) 

(9) Furthermore, ContentGuard's Motion for Leave to Supplement Expert Report is 

GRANTED-IN-PART and DENIED-IN-PART. (Dkt. No. 857 in -1112, Dkt. 

No. 309 in -61.) ContentGuard may supplement Dr. Teece's expert report to the 

extent such supplementation is based on Dr. Teece's own analysis of the Amazon 

license. Dr. Teece, however, may not rely on or reference the Dozois 

Memorandum as part of such supplement. 

(10) ContentGuard's Emergency Motion to Preclude Defendants from Relying on 

Certain Alleged Prior Art Combinations is DENIED. (Dkt. No. 863 in -1112, 

Dkt. No. 314 in-61.) 

-3-
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(11) Google's objections to ContentGuard's exhibits are: 

(a) SUSTAINED as to PX-0103 (1993 Article) and PX-0129 (USPTO Report 

to Congress). PX-0103 and PX-0129 are permitted for use by 

ContentGuard as demonstratives but will not be admitted as exhibits. 

(b) SUSTAINED-IN-PART and OVERRULED-IN-PART as to PX-0514 

(Google's 2008 Annual Report). The Court admits as an exhibit only the 

pages designated CG-001625684 and CG-001625714. All other pages of 

PX-0514 are excluded. 

(c) SUSTAINED-IN-PART and OVERRULED-IN-PART as to PX-0635, 

PX-0642, PX-643 (notice/willfulness/privileged documents). These 

exhibits are pre-admitted only for use with Google's corporate 

representative in a way that does not call on the witness to testify on 

matters that would fairly prompt an assertion of the attorney-client 

privilege by Google. ContentGuard shall redact (i) any reference to the 

word "Waldorf' and (ii) agendas or references to agendas that are 

contained in these exhibits. These exhibits shall be used before the jury 

with regard to the issues of pre-suit knowledge and willfulness but not 

otherwise. 

(12) Samsung's objections to ContentGuard's exhibits are: 

(a) OVERRULED as to PX-0733.015. It is pre-admitted without redactions. 

(b) OVERRULED as to PX-0733.053. It is pre-admitted without redactions. 

(c) SUSTAINED as to PX-0733.055. It is denied pre-admission as an exhibit. 

-4-
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(d) OVERRULED as to PX-0148. It is pre-admitted for use by ContentGuard 

against Samsung, but it is not pre-admitted for use against either Google 

or Apple. The Court directs that ContentGuard must first approach the 

bench before publishing or otherwise using PX-0148 before the jury. The 

Court may instruct the jury as to its limited application pursuant to any 

bench conference. 

(13) Apple's objections to ContentGuard's Exhibits are: 

(a) SUSTAINED as to AX-0353, -0347, -0364, -0365, -0366, and -0367. 

These exhibits are denied pre-admission as exhibits. The Court directs that 

ContentGuard must first approach the bench to obtain leave and 

instructions from the Court before using any of these exhibits for 

impeachment. 

(b) OVERRULED-IN-PART and SUSTAINED-IN-PART as to the 

"Triumph of the Nerds" Steve Jobs quote. This exhibit is neither excluded 

nor pre-admitted. This exhibit shall not be used before the jury or venir 

panel without prior leave of the court; accordingly, the Court directs that 

ContentGuard must first approach the bench to obtain leave and 

instructions before using this exhibit in open court. 

(14) Google's Motion to Strike Portions of the Expert Report of Michael T. Goodrich 

That Contradict the Court's Claim Construction Opinion and Order is DENIED. 

(Dkt. Nos. 232, 254 in -61.) The Court notes, however, that Dr. Goodrich, like 

all experts, is bound by and confined to his report and he may be thoroughly 

cross-examined as to the basis of any of his disclosed opinions. 

- 5 -
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(lS) The Court bas already addressed the arguments raised by Apple regarding Dr. 

Teece•s use of the Google Play App numbers in rendering his opinion of damages 

in the ContentGuard-Apple case and declines to reconsider its niling on this issue. 

(Dkt. No. 825 in -1112.) Thus, the Court DENIES Apple's request to strike the 

testimony and opinions of Dr. Teece on this basis. 

(16) The Court reiterated to all parties that the non-pievailing party when an objection 

as to any expert exce'#ding the parameters of his/her report may be penaliud, 

including reduction in allotted time for trial, opening or closing, as the Court 

deems proper and just Such objections m:e by their very natme highly disruptive 

and should be lodged only when clear and compelling. 

So Ordered and Signed on this 

Sep4, 2015 

RODNEY GIL 
UNITED STAT 

-6-

RAP 
DISTRICT JUDGE 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 

CONTENTGUARD HOLDINGS, INC., § 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

v. Case No. 2:13-CV-1112-JRG 

AMAZON.COM, INC., et al., 

Defendants. 

CONTENT GUARD HOLDINGS, INC., 

Plaintiff, 

v. Case No. 2:14-CV-61-JRG 

GOOGLE, INC., 

Defendant. 

MEMORANDUM OPINION AND ORDER 

Before the Court is the Joint Renewed Motion for Judgment on the Pleadings Declaring 

All Asserted Patent Claims Invalid Pursuant to 35 U.S.C. § 101 (Dkt. No. 539 in the -1112 case; 

Dkt. No. 191 in the -61 case) ("Mot.") filed by Defendants Motorola Mobility, LLC, 

Amazon.com, Inc., Apple Inc., Google, Inc., Huawei Technologies Co., Ltd., Huawei Device 

USA, Inc., HTC Corp., HTC America, Inc., Samsung Electronics Co., Ltd., Samsung Electronics 

America, Inc., and Samsung Telecommunications America, LLC (collectively, "Defendants"). 

Plaintiff ContentGuard Holdings, Inc. ("ContentGuard") filed a Response in Opposition to the 

Motion (Dkt. No. 597 in the -1112 case) ("Resp."). Previously, the Court entered an order 

denying the Motion and expressly reserving the right to supplement that order with more detailed 
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analysis. (Dkt. No. 826 in the -1112 case; Dk.t. No. 299 in the -61 case.) This Order 

supersedes and replaces that prior Order. For the reasons stated below, the motion is DENIED. 

I. Background 

On December 18, 2013, ContentGuard filed suit against Amazon, Apple, Blackberry, 

Huawei, and Motorola Mobility asserting claims of patent infringement of the patents in this suit. 

(Dkt. No. 1 in the -1112 case.) On January 17, 2014, ContentGuard filed an amended complaint 

also bringing suit on the same patents against HTC and Samsung. (Dkt. No. 22 in the -1112 

case.) 

Defendants Motorola and Amazon each separately filed motions requesting dismissal 

pursuant to 35 U.S.C. § 101. (Dkt. Nos. 298 and 390 in the -1112 case). The Court held a 

Markman hearing on February 6, 2015, and issued a 144-page Claim Construction Order (Dkt. 

No. 459 in the -1112 case) ("Claim Construction Order") on March 20, 2015. On April 9, 2015, 

the Court denied Defendants' pending § 101 motions without prejudice to re-filing, and directed 

that the parties re-brief the issue in accordance with the Court's Claim Construction Order. (Dkt. 

No. 482 in the -1112 case.) On April 24, 2015, Defendants filed this Joint Motion to Dismiss on 

the Pleadings Under Federal Rule of Civil Procedure ("F.R.C.P.") 12(c) re-raising the § 101 

issue. (Mot.) Since both Defendants and Plaintiff submitted evidence outside the scope of what 

can properly be considered under F.R.C.P. 12(c)1, pursuant to Rule 12(d), the Court converted 

the motion to a motion for summary judgment under F.R.C.P. 56. (Dkt. No. 669 in the -1112 

case.) The Court heard oral argument from the parties on July 29, 2015. 

ContentGuard has asserted the following twenty claims from six related patents issued to 

Mark Stefik: Claims I, 3, 6, 8, 11, and 13 from U.S. Patent No. 8,393,007 ("the '007 patent"); 

Claims 1, 7, and 13 from U.S. Patent No. 8,370,956 (''the '956 patent"); Claims I and 8 from 

1 See, e.g., (Mot., Ex. 3, Dkt. No. 539-3 in the -1112 case; Resp., Ex. 6, Dkt. No. 597-6 in the -1112 case.) 

2 
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U.S. Patent No. 7,523,072 (''the '072 patent"); Claims 18, 21, and 34 from U.S. Patent No. 

7,269,576 ("the '576 patent"); and Claims 1, 21, and 58 from U.S. Patent No. 6,963,859 ("the 

'859 patent") (collectively, the "Stefilc Patents"). ContentGuard has also asserted the following 

five claims from two related patents issued to Mai Nguyen: Claims 1 and 5 of U.S. Patent No. 

7,774,280 (''the '280 patent"); and Claims 1, 3, and 5 from U.S. Patent No. 8,001,053 (''the '053 

patent") (collectively, the "Nguyen Patents"). 

At a high level, the Stefilc Patents are generally directed toward systems and methods for 

controlling the use and distribution of digital works in accordance with ''usage rights" through 

the use of ''trusted" systems. See claim 1 of the '007 Patent ("sending the digital content ... to 

the at least one recipient computing device only if the at least one recipient device has been 

determined to be trusted"). The Court construed ''trusted" to require that three types of 

"integrities"-physical, communication, and behavioral-be maintained. See (Claim 

Construction Order at 15.) Similarly, the Nguyen Patents are generally directed toward systems 

and methods for controlling the use and distribution of digital works in accordance with ''usage 

rights"-and more particularly, "meta-rights"-through the use of ''trusted" systems. The claim 

language of the '007 Patent is informative in this regard: 

For example, Claim 1 of the '007 Patent recites: 

1. A computer-implemented method of distributing digital content to at least one 

recipient computing device to be rendered by the at least one recipient computing 

device in accordance with usage rights information, the method comprising: 

determining, by at least one sending computing device, if the at least one 

recipient computing device is trusted to receive the digital content from 

the at least one sending computing device; 

3 
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sending the digital content, by the at least one sending computing device, 

to the at least one recipient computing device only if the at least one 

recipient computing device has been determined to be trusted to receive 

the digital content from the at least one sending computing device; and 

sending usage rights information indicating how the digital content may be 

rendered by the at least one recipient computing device, the usage rights 

information being enforceable by the at least on recipient computing 

device. 

Defendants contend that the claims are directed to patent-ineligible subject matter and 

therefore are invalid under 35 U.S.C. § 101. Specifically, Defendants argue that the Stefik 

Patents address nothing more than the "abstract idea of enforcing usage rights and restrictions on 

digital content." (Mot. at 8.) Similarly, Defendants argue that the Nguyen Patents address 

nothing more than the "abstract idea of enforcing sublicensing rights and restrictions (which the 

patents name 'meta-rights') on digital content." (Id. at 28.) 

II. LEGAL STANDARD 

A. Summary Judgment Under Rule 56 

Federal Rule of Civil Procedure 56(c) authorizes a Court to grant summary judgment 

where "there is no genuine issue as to any material fact and . . . the moving party is entitled to a 

judgment as a matter of law." A party moving for summary judgment must satisfy its initial 

burden by showing that ''there is an absence of evidence to support the nonmoving party's case." 

Celotex Corp. v. Catrett, 477 U.S. 317, 323-25 (1986). 

B. Patent Eligibility Under 35 U.S.C. § 101 

Section 101 of the Patent Act defines what is eligible for patent protection. It says: 

"Whoever invents or discovers any new and useful process, machine, manufacture or 

composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 

4 
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subject to the conditions and requirements of this title." 35 U.S.C. § 101. 

The Supreme Court has held that there are three specific exceptions to patent eligibility 

under § 101: laws of nature, natural phenomena, and abstract ideas. Bilski v. Kappos, 561 U.S. 

593, 601 (2010). In Mayo, the Supreme Court articulated a two-step test for "distinguishing 

patents that claim laws of nature, natural phenomena, and abstract ideas from those that claim 

patent eligible applications of those concepts." Alice Corp. Pty. Ltd. v. CLS Bank Int 'I, 134 S. Ct. 

2347, 2355 (2014) (citing Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 

1296--97 (2012)). 

The first step of Mayo requires a court to determine if the claims are directed to a law of 

nature, natural phenomenon, or abstract idea. Alice, 134 S. Ct. at 2355. "If not, the claims pass 

muster under § 101." Ultramercial, Inc. v. Hulu, LLC, 772 F.3d 709, 714 (Fed. Cir. 2014). In 

making this determination, the court looks at what the claims cover. Ultramercial, 772 F.3d at 

714-15 ("We first examine the claims because claims are the definition of what a patent is 

intended to cover."); Intellectual Ventures I LLC v. Capital One Bank (USA), 792 F.3d 1363, 

1369 (Fed. Cir. 2015) ("At step one of the Alice framework, it is often useful to determine the 

breadth of the claims in order to determine whether the claims extend to cover a 

'fundamental ... practice long prevalent in our system .... "'). 

For example, in Bilski, the Supreme Court rejected as a patent-ineligible "Claims 1 and 4 

in petitioners' application" because the claims simply "explain[ed] the basic concept of hedging, 

or protecting against risk." Bilski, 561 U.S. at 611. Similarly, in Ultramercial, the Federal Circuit 

rejected as patent-ineligible a claim that included "eleven steps for displaying an advertisement 

in exchange for access to copyrighted media." Ultramercial, 772 F.3d at 714. In Intellectual 

Ventures, the Federal Circuit rejected as patent-ineligible a claim that contained steps 

5 
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"relat[ing]to customizing information based on (1) information known about the user and (2) 

navigation data." Intellectual Ventures, 792 F.3d at 1369. 

A court applies the second step of Mayo only if it finds in the first step that the claims are 

directed to a law of nature, natural phenomenon, or abstract idea. Alice, 134 S. Ct. at 2355. The 

second step requires the court to determine if the elements of the claim individually, or as an 

ordered combination, "transform the nature of the claim" into a patent-eligible application. Alice, 

134 S. Ct. at 2355. In determining ifthe claim is transformed, "[t]he cases most directly on point 

are Diehr and Flook, two cases in which the [Supreme] Court reached opposite conclusions 

about the patent eligibility of a process that embodied the equivalent of natural laws." Mayo, 132 

S. Ct. at 1298; see also Alice, 134 S. Ct. at 2355 ("We have described step two of this analysis as 

a search for an 'inventive concept."'). 

In Diehr, the Court "found [that] the overall process [was] patent eligible because of the 

way the additional steps of the process integrated the equation into the process as a whole." 

Mayo, 132 S. Ct. at 1298 (citing Diamond v. Diehr, 450 U.S. 175, 187 (1981)); see also Mayo, 

132 S. Ct. at 1300 ("It nowhere suggested that all these steps, or at least the combination of those 

steps, were in context obvious, already in use, or purely conventional."). In Flook, the Court 

found that a process was patent-ineligible because the additional steps of the process amounted 

to nothing more than "insignificant post-solution activity." Diehr, 450 U.S. at 191-92 (citing 

Parker v. Flook, 437 U.S. 584 (1978)). 

A claim may become patent-eligible when the "claimed process include[ s] not only a law 

of nature but also several unconventional steps ... that confine[] the claims to a particular, useful 

application of the principle." Mayo, 132 S. Ct. at 1300; see also DDR Holdings, LLC v. 

Hotels.com, L.P., 773 F.3d 1245, 1257 (Fed. Cir. 2014) ("In particular, the '399 patent's claims 

6 
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address the problem of retaining website visitors that, if adhering to the routine, conventional 

functioning of Internet hyperlink protocol, would be instantly transported away from a host's 

website after 'clicking' on an advertisement and activating a hyperlink."). A claim, however, 

remains patent-ineligible if it describes only '"post-solution activity' that is purely 'conventional 

or obvious."' Mayo, 132 S. Ct. at 1299. 

ID. DISCUSSION 

In order to prevail on a § 101 challenge, the movant must show that the challenged claims 

first fail the "ineligible concept" step and then also fail the "inventive concept" step of the Alice 

test. In this case, Defendants contend the Patents-in-Suit fail both steps. 

A. Alice Step One: The Ineligible Concept Step2 

Defendants argue that the claims of the Patents-in-Suit are directed to the abstract idea of 

enforcing usage rights and restrictions on digital content. (Mot. at 8.) For example, Defendants 

contend claim 1 of the '007 Patent fails the first step of the Alice test because it is directed to an 

abstract idea and ''recites elements of a process that can be, and has been, performed by humans 

without computers." See, e.g., (id.) Defendants point to the example of a "basic library loan" to 

illustrate the abstract and common nature of the invention. (Id. at 8-9.) 

Plaintiff responds by arguing that "[n]owhere do Defendants explain how a bricks-and-

mortar library, coupled with a generic computer, meets the three 'integrities' taught by the 

[Stefik] Patents." (Resp. at 8.) Plaintiff further argues that "Defendants' inability to demonstrate 

how and why the actual claims of [the Stefik Patents] meaningfully resemble a trip to the library 

is fatal." (Id. at 10.) In particular, Plaintiff argues that the ''honor-based code practiced for 

2 Because all of the Patents-in-Suit are substantially similar in including the limitations of "trusted repositories" and 
''usage rights," the Court will only substantively address the '007 Patent in its analysis. 
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centuries by libraries and their patrons" is not analogous to the actual enforcement of usage 

rights taught by the Patents-in-Suit. (Id. at 10-12.) 

Defendants also argue that, because "the Stefik patent specifications make very clear that 

the integrities/'security levels' for the referenced 'trusted' systems/'repositories' are not fixed or 

specifically defined," the "'trusted' systems do not require any specific computer programming." 

(Dkt. No. 605 in the -1112 case ("Repl."), at 6.) Defendants further argue that the '"technology-

based solution' purportedly suggested by the asserted claims utilizes only the most conventional 

and routine of computer actions and functions" and that the "Stefik specifications ... recognize 

the prevalence in the prior art of the very techniques purportedly used by the patent claims to 

maintain the three integrities." (Id. at 6-7.) 

After consideration of all the evidence and the arguments presented, the Court finds that 

the Patents-in-Suit are directed toward patent-eligible subject matter. In particular, the Patents-

in-Suit are not directed toward an abstract idea, at least because they are directed toward patent-

eligible methods and systems of managing digital rights using specific and non-generic "trusted" 

devices and systems. See, e.g., (Resp. at 13 ("This is significant because it underscores that the 

subject matter of the Trusted Repository Patents is narrow, i.e., limited to devices that maintain 

physical, communications, and behavioral integrity, rather than all devices that are capable to 

receive content via the Internet.").) Though the Patents-in-Suit address problems associated with 

creating and enforcing usage rights with content, they are directed to non-abstract solutions 

through the use of trusted systems. 

Further, the Court finds Defendants' analogy to library loans unpersuasive. A library 

cannot effectively enforce usage restrictions on a book once that book has left the library's 

premises. Though a library may be able to punish a patron for an unauthorized usage pattern 
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after the fact, it cannot prevent such unauthorized usage by a patron. Moreover, a library cannot 

ensure that its patrons maintain the three integrities required to be considered a "trusted system." 

Finally, the Court finds Defendants' arguments regarding whether the Patents-in-Suit 

required "specific computer programming" and whether the Patents-in-Suit used "conventional" 

techniques unavailing. Defendants essentially argue that the Patents-in-Suit must disclose 

detailed levels of security in order to require "specific computer programming." However, the 

implementation of the invention disclosed in the Patents-in-Suit may require "specific computer 

programming," even though the Patents-in-Suit may not disclose the particular security levels of 

that implementation. 

Defendants further argue that the Patents-in-Suit used "conventional" techniques. While 

this question is more appropriately addressed in the Inventive Concept Step of the Alice inquiry, 

the Court is not asked to determine whether the steps or limitations can be performed or 

implemented using standard or well-known technologies. Instead, the Court considers whether 

''the function performed by the computer at each step of the process is • [p ]urely conventional."' 

See Alice, 134 S. Ct. at 2359. The Court does not find that all the steps or limitations in the 

Patents-in-Suit are purely conventional, even though they may be performed using conventional 

technology. 

Accordingly, the Court finds that the Patents-in-Suit are not directed to an abstract idea. 

B. Alice Step Two: The Inventive Concept Step 

Defendants argue that claim 1 of the '007 Patent fails the second, "inventive concept" 

step because "[t]here is no inventive element that renders [it] patentable." See, e.g., (Mot. at 18.) 

In particular, Defendants argue that the terms in the '007 Patent "merely invoke general and 

unspecified computer programming that permits the use of common computer functionality." 

(Id. at 9 (emphasis in original).) Defendants further argue that the "Stefik patent specification 
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makes clear that the integrities/'security levels' for a 'trusted' system ... are not even fixed or 

specifically defined." (Id. at 10.) Defendants argue that the Patents-in-Suit do not require "any 

specific technological or inventive way of maintaining" the three integrities. (Id. at 10--13.) 

Plaintiff responds by arguing that the "three integrities required to implement a 'trusted 

repository' are not merely the routine or conventional use of a general-purpose computer." 

(Resp. at 14.) Plaintiff further argues that ''there is no evidence in the record that the 'trusted 

repository' inventions taught by the Stefik patents are a feat of 'routine,' 'prosaic' engineering, 

such that they are devoid of an 'inventive' concept." (Id. at 15.) Plaintiffs also point to the 

PTAB's decisions affinning the validity of four of the Patents-in-Suit and "numerous 'objective 

indicia of non-obviousness' that exist" with regard to the Patents-in-Suit." (Id. at 15-16.) 

As an initial matter, the Court does not consider the PTAB's decisions or the "objective 

indicia of non-obviousness" particularly relevant or helpful to the patent-eligibility inquiry. 

First, the PTAB did not consider the patent-eligibility of the Patents-in-Suit under Section 101. 

Thus, any relevance to the question currently before the Court is minimal at best. Second, the 

obviousness and eligibility question require separate and distinct analyses. 

However, even if the Court were to find that the Stefik Patents are simply directed to the 

"abstract idea of enforcing usage rights and restrictions on digital content" as Defendants 

suggest, which it does not, the claim limitations, individually and "as an ordered combination," 

are sufficient to ensure that the Patents-in-Suit amount to "significantly more" than a patent 

simply on that abstract idea. See Alice, 134 S. Ct. at 2355. 

Similarly, even if the Court were to fmd that the Nguyen Patents are simply directed to 

the "abstract idea of enforcing sublicensing rights and restrictions (which the patents name 

'meta-rights') on digital content," which it does not, they also contain an "inventive concept." 
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For example, the claims require that the ''repository" be a "trusted system" that "maintains ... 

behavioral integrity in the support of usage rights" through the use of "digital certificates." See 

(Claim Construction Order at 18-19.) Further, the claims require that ''usage rights" are 

"attached or treated as attached" to the "content" such that the invented methods and systems, 

through the use of the "trusted systems," enable the creation and effective enforcement of usage 

permissions. See (Resp. at 12.) Without commenting on whether such a solution is novel or 

obvious, the Court finds that, at the very least, the Patents-in-Suit disclose particular solutions for 

the problem of "enforcing usage rights and restrictions on digital content" that "(l) [do] not 

foreclose other ways of solving the problem, and (2) recite[] a specific series of steps that result[] 

in a departure from the routine and conventional" way of managing digital rights. Internet 

Patents Corp. v. Active Network, Inc., No. 2014-1048, 2015 WL 3852975, at *6 (Fed. Cir. June 

23, 2015). 

Finally, as previously stated, the Court does not find that all the steps or limitations in the 

Patents-in-Suit are conventional, even though they may be performed using conventional 

technology. Accordingly, the Court finds that the claim limitations of the Patents-in-Suit, 

individually and as an ordered combination, provide an "inventive concept" sufficient to 

''transform the nature of the claim" into a patent-eligible application. Alice, 134 S. Ct. at 2355. 

IV. CONCLUSION 

The Court finds that Defendants have failed to meet their burden to show that the Patents-

in-Suit are directed toward an abstract idea and violate "the longstanding rule that '[a]n idea of 

itself is not patentable."' See Alice, 134 S. Ct. at 2355 (quoting Gottschalk v. Benson, 409 U.S. 

63, 67 (1972)). The Court further finds that, even if the Patents-in-Suit were directed to an 

abstract idea, Defendants have failed to meet their burden to show that the additional elements of 
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the claims do not ''transform the nature of the claim" into patent-eligible subject matter. See 

Alice, 134 S. Ct. at 2355 (quoting Mayo, 132 S. Ct. 1298). 

Accordingly, Defendants' Motion for Judgment on the Pleadings (Dkt. No. 539 in the -

1112 case; Dkt. No. 191 in the -61 case), having been converted into a motion for summary 

judgment, is in all things DENIED. 
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So ORDERED and SIGNED tbU 5th day of October, 2015. 
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